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1 So in original. Does not conform to chapter heading. 

1 Section catchline amended by Pub. L. 97–247 without cor-

responding amendment of chapter analysis. 

Section 408 of the Water Resources and Development 

Act of 1978 (42 U.S.C. 7879; 92 Stat. 1360), referred to in 

subsec. (a)(21), was repealed by Pub. L. 98–242, title I, 

§ 110(a), Mar. 22, 1984, 98 Stat. 101. See section 10308 of 

Title 42, The Public Health and Welfare. 

The Stevenson-Wydler Technology Innovation Act of 

1980, referred to in subsec. (e), is Pub. L. 96–480, Oct. 21, 

1980, 94 Stat. 2311, as amended, which is classified gen-

erally to chapter 63 (§ 3701 et seq.) of Title 15, Commerce 

and Trade. For complete classification of this Act to 

the Code, see Short Title note set out under section 

3701 of Title 15 and Tables. 

AMENDMENTS 

1998—Subsec. (a)(11) to (22). Pub. L. 105–393 redesig-

nated pars. (12) to (22) as (11) to (21), respectively, and 

struck out former par. (11) which read as follows: ‘‘sub-

section (e) of section 302 of the Appalachian Regional 

Development Act of 1965 (40 U.S.C. App. 302(e); 79 Stat. 

5);’’. 

1996—Subsec. (e). Pub. L. 104–113 struck out ‘‘, as 

amended by the Federal Technology Transfer Act of 

1986,’’ after ‘‘1980’’. 

1994—Subsec. (a)(4). Pub. L. 103–272 substituted ‘‘sec-

tion 30168(e) of title 49’’ for ‘‘section 106(c) of the Na-

tional Traffic and Motor Vehicle Safety Act of 1966 (15 

U.S.C. 1395(c); 80 Stat. 721)’’. 

1986—Subsec. (e). Pub. L. 99–502 added subsec. (e). 

1984—Subsec. (c). Pub. L. 98–620 substituted ‘‘Feb-

ruary 18, 1983’’ for ‘‘August 23, 1971 (36 Fed. Reg. 16887)’’ 

and inserted provision that all funding agreements, in-

cluding those with other than small business firms and 

nonprofit organizations, shall include the requirements 

established in paragraph 202(c)(4) and section 203 of this 

title. 

§ 211. Relationship to antitrust laws 

Nothing in this chapter shall be deemed to 
convey to any person immunity from civil or 
criminal liability, or to create any defenses to 
actions, under any antitrust law. 

(Added Pub. L. 96–517, § 6(a), Dec. 12, 1980, 94 
Stat. 3027.) 

REFERENCES IN TEXT 

The antitrust laws, referred to in text, are classified 

generally to chapter 1 (§ 1 et seq.) of Title 15, Commerce 

and Trade. 

§ 212. Disposition of rights in educational awards 

No scholarship, fellowship, training grant, or 
other funding agreement made by a Federal 
agency primarily to an awardee for educational 
purposes will contain any provision giving the 
Federal agency any rights to inventions made 
by the awardee. 

(Added Pub. L. 98–620, title V, § 501(14), Nov. 8, 
1984, 98 Stat. 3368.) 

PART III—PATENTS AND PROTECTION OF 
PATENT RIGHTS 

Chap. Sec. 

25. Amendment and Correction of Pat-
ents ...................................................... 251 

26. Ownership and Assignment ............. 261 
27. Government Interests in Patents .... 266 
28. Infringement of Patents .................... 271 
29. Remedies for Infringement of Pat-

ent and Other Actions 1 .................. 281 
30. Prior Art Citations to Office and 

Reexamination of Patents ............. 301 

AMENDMENTS 

1982—Pub. L. 97–256, title I, § 101(7), Sept. 8, 1982, 96 

Stat. 816, added item for chapter 30. 

CHAPTER 25—AMENDMENT AND 
CORRECTION OF PATENTS 

Sec. 

251. Reissue of defective patents. 
252. Effect of reissue. 
253. Disclaimer. 
254. Certificate of correction of Patent and Trade-

mark Office mistake. 
255. Certificate of correction of applicant’s mis-

take. 
256. Misjoinder of inventor.1 

AMENDMENTS 

1975—Pub. L. 93–596, § 1, Jan. 2, 1975, 88 Stat. 1949, sub-

stituted ‘‘Patent and Trademark Office’’ for ‘‘Patent 

Office’’ in item 254. 

§ 251. Reissue of defective patents 

Whenever any patent is, through error without 
any deceptive intention, deemed wholly or part-
ly inoperative or invalid, by reason of a defec-
tive specification or drawing, or by reason of the 
patentee claiming more or less than he had a 
right to claim in the patent, the Commissioner 
shall, on the surrender of such patent and the 
payment of the fee required by law, reissue the 
patent for the invention disclosed in the original 
patent, and in accordance with a new and 
amended application, for the unexpired part of 
the term of the original patent. No new matter 
shall be introduced into the application for re-
issue. 

The Commissioner may issue several reissued 
patents for distinct and separate parts of the 
thing patented, upon demand of the applicant, 
and upon payment of the required fee for a re-
issue for each of such reissued patents. 

The provisions of this title relating to applica-
tions for patent shall be applicable to applica-
tions for reissue of a patent, except that applica-
tion for reissue may be made and sworn to by 
the assignee of the entire interest if the applica-
tion does not seek to enlarge the scope of the 
claims of the original patent. 

No reissued patent shall be granted enlarging 
the scope of the claims of the original patent 
unless applied for within two years from the 
grant of the original patent. 

(July 19, 1952, ch. 950, 66 Stat. 808.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 64 (R.S. 4916, 

amended May 24, 1928, ch. 730, 45 Stat. 732.) 
The sentences of the corresponding section of exist-

ing statute are rearranged and divided into two sec-

tions with some changes in language. The clause at the 

end of the present statute is omitted as obsolete. 
The third paragraph incorporates by reference the re-

quirements of other applications, and adds a new provi-

sion relating to application for reissue being made in 

certain cases by the assignee. 
A two year period of limitation on applying for 

broadened reissues is added, codifying the present rule 

of decision with a fixed period. 

CROSS REFERENCES 

Application for patent, see section 111 of this title. 
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Fee for application for reissue of patent, see section 

41 of this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 282 of this title. 

§ 252. Effect of reissue 

The surrender of the original patent shall take 
effect upon the issue of the reissued patent, and 
every reissued patent shall have the same effect 
and operation in law, on the trial of actions for 
causes thereafter arising, as if the same had 
been originally granted in such amended form, 
but in so far as the claims of the original and re-
issued patents are identical, such surrender 
shall not affect any action then pending nor 
abate any cause of action then existing, and the 
reissued patent, to the extent that its claims are 
identical with the original patent, shall con-
stitute a continuation thereof and have effect 
continuously from the date of the original pat-
ent. 

A reissued patent shall not abridge or affect 
the right of any person or that person’s succes-
sors in business who, prior to the grant of a re-
issue, made, purchased, offered to sell, or used 
within the United States, or imported into the 
United States, anything patented by the re-
issued patent, to continue the use of, to offer to 
sell, or to sell to others to be used, offered for 
sale, or sold, the specific thing so made, pur-
chased, offered for sale, used, or imported unless 
the making, using, offering for sale, or selling of 
such thing infringes a valid claim of the reissued 
patent which was in the original patent. The 
court before which such matter is in question 
may provide for the continued manufacture, use, 
offer for sale, or sale of the thing made, pur-
chased, offered for sale, used, or imported as 
specified, or for the manufacture, use, offer for 
sale, or sale in the United States of which sub-
stantial preparation was made before the grant 
of the reissue, and the court may also provide 
for the continued practice of any process pat-
ented by the reissue that is practiced, or for the 
practice of which substantial preparation was 
made, before the grant of the reissue, to the ex-
tent and under such terms as the court deems 
equitable for the protection of investments 
made or business commenced before the grant of 
the reissue. 

(July 19, 1952, ch. 950, 66 Stat. 808; Pub. L. 
103–465, title V, § 533(b)(2), Dec. 8, 1994, 108 Stat. 
4989.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 64 (R.S. 4916, 

amended May 24, 1928, ch. 730, 45 Stat. 732.) 

The first paragraph follows the present section with 

some rearrangement in language. The second paragraph 

adds new provisions for the protection of intervening 

rights, the court is given discretion to protect legiti-

mate activities which would be adversely affected by 

the grant of a reissue and things made before the grant 

of the reissue are not subject to the reissue unless a 

claim of the original patent which is repeated in the re-

issue is infringed. 

AMENDMENTS 

1994—Pub. L. 103–465 amended second par. generally. 

Prior to amendment, second par. read as follows: ‘‘No 

reissued patent shall abridge or affect the right of any 

person or his successors in business who made, pur-

chased or used prior to the grant of a reissue anything 

patented by the reissued patent, to continue the use of, 

or to sell to others to be used or sold, the specific thing 

so made, purchased or used, unless the making, using 

or selling of such thing infringes a valid claim of the 

reissued patent which was in the original patent. The 

court before which such matter is in question may pro-

vide for the continued manufacture, use or sale of the 

thing made, purchased or used as specified, or for the 

manufacture, use or sale of which substantial prepara-

tion was made before the grant of the reissue, and it 

may also provide for the continued practice of any 

process patented by the reissue, practice, or for the 

practice of which substantial preparation was made, 

prior to the grant of the reissue, to the extent and 

under such terms as the court deems equitable for the 

protection of investments made or business commenced 

before the grant of the reissue.’’ 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 307 of this title. 

§ 253. Disclaimer 

Whenever, without any deceptive intention, a 
claim of a patent is invalid the remaining 
claims shall not thereby be rendered invalid. A 
patentee, whether of the whole or any sectional 
interest therein, may, on payment of the fee re-
quired by law, make disclaimer of any complete 
claim, stating therein the extent of his interest 
in such patent. Such disclaimer shall be in writ-
ing, and recorded in the Patent and Trademark 
Office; and it shall thereafter be considered as 
part of the original patent to the extent of the 
interest possessed by the disclaimant and by 
those claiming under him. 

In like manner any patentee or applicant may 
disclaim or dedicate to the public the entire 
term, or any terminal part of the term, of the 
patent granted or to be granted. 

(July 19, 1952, ch. 950, 66 Stat. 809; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 65 (R.S. 4917). 

Language is changed and substantive changes are in-

troduced; (1) only a claim as a whole may be dis-

claimed, and (2) the provision regarding delay is omit-

ted. See preliminary general description of bill. 

See section 288. 

The second paragraph is new and provides for the dis-

claiming or dedication of an entire patent, or any ter-

minal part of the term, for example, a patentee may 

disclaim the last three years of the term of his patent. 

AMENDMENTS 

1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 

see section 4 of Pub. L. 93–596, set out as a note under 

section 1111 of Title 15, Commerce and Trade. 

CROSS REFERENCES 

Costs when disclaimer not entered before suit, see 

section 288 of this title. 
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Fee for filing disclaimer, see section 41 of this title. 

§ 254. Certificate of correction of Patent and 
Trademark Office mistake 

Whenever a mistake in a patent, incurred 
through the fault of the Patent and Trademark 
Office, is clearly disclosed by the records of the 
Office, the Commissioner may issue a certificate 
of correction stating the fact and nature of such 
mistake, under seal, without charge, to be re-
corded in the records of patents. A printed copy 
thereof shall be attached to each printed copy of 
the patent, and such certificate shall be consid-
ered as part of the original patent. Every such 
patent, together with such certificate, shall 
have the same effect and operation in law on the 
trial of actions for causes thereafter arising as if 
the same had been originally issued in such cor-
rected form. The Commissioner may issue a cor-
rected patent without charge in lieu of and with 
like effect as a certificate of correction. 

(July 19, 1952, ch. 950, 66 Stat. 809; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 88 (Mar. 4, 1925, 

ch. 535, § 1, 43 Stat. 1268). 
The last sentence of the present section is omitted as 

obsolete. A sentence is added similar to a provision in 

the corresponding section in the trade-mark law, 15 

U.S.C., 1946 ed., § 1057(f), and provides that the Commis-

sioner may issue a corrected patent instead of a certifi-

cate of correction. 

AMENDMENTS 

1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’ in section catchline 

and text. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 

see section 4 of Pub. L. 93–596, set out as a note under 

section 1111 of Title 15, Commerce and Trade. 

§ 255. Certificate of correction of applicant’s mis-
take 

Whenever a mistake of a clerical or typo-
graphical nature, or of minor character, which 
was not the fault of the Patent and Trademark 
Office, appears in a patent and a showing has 
been made that such mistake occurred in good 
faith, the Commissioner may, upon payment of 
the required fee, issue a certificate of correc-
tion, if the correction does not involve such 
changes in the patent as would constitute new 
matter or would require re-examination. Such 
patent, together with the certificate, shall have 
the same effect and operation in law on the trial 
of actions for causes thereafter arising as if the 
same had been originally issued in such cor-
rected form. 

(July 19, 1952, ch. 950, 66 Stat. 809; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949.) 

HISTORICAL AND REVISION NOTES 

This section providing for the correction of minor 

clerical errors made by the applicant, is new and fol-

lows a similar provision in the trade-mark law, 15 

U.S.C., 1946 ed., § 1057(g). 

AMENDMENTS 

1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 
see section 4 of Pub. L. 93–596, set out as a note under 
section 1111 of Title 15, Commerce and Trade. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 41 of this title. 

§ 256. Correction of named inventor 

Whenever through error a person is named in 
an issued patent as the inventor, or through 
error an inventor is not named in an issued pat-
ent and such error arose without any deceptive 
intention on his part, the Commissioner may, on 
application of all the parties and assignees, with 
proof of the facts and such other requirements 
as may be imposed, issued a certificate correct-
ing such error. 

The error of omitting inventors or naming 
persons who are not inventors shall not invali-
date the patent in which such error occurred if 
it can be corrected as provided in this section. 
The court before which such matter is called in 
question may order correction of the patent on 
notice and hearing of all parties concerned and 
the Commissioner shall issue a certificate ac-
cordingly. 

(July 19, 1952, ch. 950, 66 Stat. 810; Pub. L. 97–247, 
§ 6(b), Aug. 27, 1982, 96 Stat. 320.) 

HISTORICAL AND REVISION NOTES 

This section is new and is companion to section 116. 
The first two paragraphs provide for the correction of 

the inadvertent joining or nonjoining of a person as a 

joint inventor. The third paragraph provides that a pat-

ent shall not be invalid for such cause, and also pro-

vides that a court may order correction of a patent; the 

two sentences of this paragraph are independent. 

AMENDMENTS 

1982—Pub. L. 97–247 substituted ‘‘Correction of named 

inventor’’ for ‘‘Misjoinder of inventor’’ as section 

catchline and, in text, substituted ‘‘Whenever through 

error a person is named in an issued patent as the in-

ventor, or through error an inventor is not named in an 

issued patent and such error arose without any decep-

tive intention on his part, the Commissioner may, on 

application of all the parties and assignees, with proof 

of the facts and such other requirements as may be im-

posed, issue a certificate correcting such error’’ for 

‘‘Whenever a patent is issued on the application of per-

sons as joint inventors and it appears that one of such 

persons was not in fact a joint inventor, and that he 

was included as a joint inventor by error and without 

any deceptive intention, the Commissioner may, on ap-

plication of all the parties and assignees, with proof of 

the facts and such other requirements as may be im-

posed, issue a certificate deleting the name of the erro-

neously joined person from the patent’’, substituted 

‘‘The error of omitting inventors or naming persons 

who are not inventors shall not invalidate the patent in 

which such error occurred if it can be corrected as pro-

vided in this section’’ for ‘‘Whenever a patent is issued 

and it appears that a person was a joint inventor, but 

was omitted by error and without deceptive intention 

on his part, the Commissioner may, on application of 

all the parties and assignees, with proof of the facts 

and such other requirements as may be imposed, issue 

a certificate adding his name to the patent as a joint 

inventor’’, and struck out provision that the misjoinder 

or nonjoinder of joint inventors not invalidate a pat-

ent, if such error could be corrected as provided in this 

section. 

EFFECTIVE DATE OF 1982 AMENDMENT 

Amendment by Pub. L. 97–247 effective six months 

after Aug. 27, 1982, see section 17(c) of Pub. L. 97–247, set 
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out as an Effective Date note under section 294 of this 

title. 

CHAPTER 26—OWNERSHIP AND 
ASSIGNMENT 

Sec. 

261. Ownership; assignment. 
262. Joint owners. 

§ 261. Ownership; assignment 

Subject to the provisions of this title, patents 
shall have the attributes of personal property. 

Applications for patent, patents, or any inter-
est therein, shall be assignable in law by an in-
strument in writing. The applicant, patentee, or 
his assigns or legal representatives may in like 
manner grant and convey an exclusive right 
under his application for patent, or patents, to 
the whole or any specified part of the United 
States. 

A certificate of acknowledgment under the 
hand and official seal of a person authorized to 
administer oaths within the United States, or, 
in a foreign country, of a diplomatic or consular 
officer of the United States or an officer author-
ized to administer oaths whose authority is 
proved by a certificate of a diplomatic or con-
sular officer of the United States, or apostille of 
an official designated by a foreign country 
which, by treaty or convention, accords like ef-
fect to apostilles of designated officials in the 
United States, shall be prima facie evidence of 
the execution of an assignment, grant or con-
veyance of a patent or application for patent. 

An assignment, grant or conveyance shall be 
void as against any subsequent purchaser or 
mortgagee for a valuable consideration, without 
notice, unless it is recorded in the Patent and 
Trademark Office within three months from its 
date or prior to the date of such subsequent pur-
chase or mortgage. 

(July 19, 1952, ch. 950, 66 Stat. 810; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949; Pub. L. 97–247, 
§ 14(b), Aug. 27, 1982, 96 Stat. 321.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 47 (R.S. 4898, 

amended (1) Mar. 3, 1897, ch. 391, § 5, 29 Stat. 93, (2) Feb. 

18, 1922, ch. 58, § 6, 42 Stat. 391, (3) Aug. 18, 1941, ch. 370, 

55 Stat. 634). 
The first paragraph is new but is declaratory only. 

The second paragraph is the same as in the correspond-

ing section of existing statute. The third paragraph is 

from the existing statute, a specific reference to an-

other statute is omitted. The fourth paragraph is the 

same as the existing statute but language has been 

changed. 

AMENDMENTS 

1982—Pub. L. 97–247 inserted ‘‘, or apostille of an offi-

cial designated by a foreign country which, by treaty 

or convention, accords like effect to apostilles of des-

ignated officials in the United States’’. 
1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1982 AMENDMENT 

Amendment by Pub. L. 97–247 effective Aug. 27, 1982, 

see section 17(a) of Pub. L. 97–247, set out as a note 

under section 41 of this title. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 

see section 4 of Pub. L. 93–596, set out as a note under 

section 1111 of Title 15, Commerce and Trade. 

CROSS REFERENCES 

Issue of patent to assignee, see section 152 of this 

title. 

Oaths, acknowledgments, affidavits and depositions 

before United States magistrate judges, see section 636 

of Title 28, Judiciary and Judicial Procedure. 

§ 262. Joint owners 

In the absence of any agreement to the con-
trary, each of the joint owners of a patent may 
make, use, offer to sell, or sell the patented in-
vention within the United States, or import the 
patented invention into the United States, with-
out the consent of and without accounting to 
the other owners. 

(July 19, 1952, ch. 950, 66 Stat. 810; Pub. L. 
103–465, title V, § 533(b)(3), Dec. 8, 1994, 108 Stat. 
4989.) 

HISTORICAL AND REVISION NOTES 

This section states a condition in existing law not ex-

pressed in the existing statutes. 

AMENDMENTS 

1994—Pub. L. 103–465 substituted ‘‘use, offer to sell, or 

sell’’ for ‘‘use or sell’’ and inserted ‘‘within the United 

States, or import the patented invention into the 

United States,’’ after ‘‘invention’’. 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

CHAPTER 27—GOVERNMENT INTERESTS IN 
PATENTS 

Sec. 

[266. Repealed.] 

267. Time for taking action in Government appli-

cations. 

AMENDMENTS 

1965—Pub. L. 89–83, § 8, July 24, 1965, 79 Stat. 261, 

struck out item 266 ‘‘Issue of patents without fees to 

Government employees’’. 

[§ 266. Repealed. Pub. L. 89–83, § 8, July 24, 1965, 
79 Stat. 261] 

Section, act July 19, 1952, ch. 950, § 1, 66 Stat. 811, pro-

vided for issuance of patents to government employees 

without fees. 

EFFECTIVE DATE OF REPEAL 

Repeal effective three months after July 24, 1965, see 

section 7(a) of Pub. L. 89–83, set out as an Effective 

Date of 1965 Amendment note under section 41 of this 

title. 

EX. ORD. NO. 9424. ESTABLISHMENT OF A REGISTER OF 

GOVERNMENT INTERESTS IN PATENTS 

Ex. Ord. No. 9424, Feb. 18, 1944, 9 F.R. 1959, provided: 

1. The Secretary of Commerce shall cause to be estab-

lished in the United States Patent Office [now Patent 

and Trademark Office] a separate register for the re-

cording of all rights and interests of the Government in 

or under patents and applications for patents. 

2. The several departments and other executive agen-

cies of the Government, including Government-owned 

or Government-controlled corporations, shall forward 

promptly to the Commissioner of Patents [now Patents 

and Trademarks] for recording in the separate register 
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provided for in paragraph 1 hereof all licenses, assign-

ments, or other interests of the Government in or 

under patents or applications for patents, in accord-

ance with such rules and regulations as may be pre-

scribed pursuant to paragraph 4 hereof; but the lack of 

recordation in such register of any right or interest of 

the Government in or under any patent or application 

therefor shall not prejudice in any way the assertion of 

such right or interest by the Government. 
3. The register shall be open to inspection except as 

to such entries or documents which, in the opinion of 

the department or agency submitting them for record-

ing, should be maintained in secrecy: Provided, however, 

That the right of inspection may be restricted to au-

thorized representatives of the Government pending 

the final report to the President by the National Pat-

ent Planning Commission under Executive Order No. 

8977 of December 12, 1941, and action thereon by the 

President. 
4. The Commissioner of Patents [now Patents and 

Trademarks], with the approval of the Secretary of 

Commerce, shall prescribe such rules and regulations 

as he may deem necessary to effectuate the purposes of 

this order. 

EX. ORD. NO. 9865. PATENT PROTECTION ABROAD OF IN-

VENTIONS RESULTING FROM RESEARCH FINANCED BY 

THE GOVERNMENT 

Ex. Ord. No. 9865, June 14, 1947, 12 F.R. 3907, as amend-

ed by Ex. Ord. No. 10096, Jan. 23, 1950, 15 F.R. 389, pro-

vided: 
1. All Government departments and agencies shall, 

whenever practicable, acquire the right to file foreign 

patent applications on inventions resulting from re-

search conducted or financed by the Government. 
2. All Government departments and agencies which 

have or may hereafter acquire title to inventions or the 

right to file patent applications abroad thereon, shall 

fully and continuously inform the Chairman of Govern-

ment Patents Board [now Secretary of Commerce. See 

Ex. Ord. No. 10930 set out as a note below] concerning 

such inventions, except as provided in section 6 hereof, 

and shall make recommendations to the Chairman of 

Government Patents Board [now Secretary of Com-

merce] as to which of such inventions should receive 

patent protection by the United States abroad and the 

foreign jurisdictions in which such patent protection 

should be sought. The recommendations of such depart-

ments and agencies shall indicate the immediate or fu-

ture industrial, commercial or other value of the inven-

tion concerned, including its value to public health. 
3. The Chairman of Government Patents Board [now 

Secretary of Commerce] shall determine whether, and 

in what foreign jurisdictions, the United States should 

seek patents for such inventions, and, to the extent of 

appropriations available therefor, shall procure patent 

protection for such inventions, taking all action, con-

sistent with existing law, necessary to acquire and 

maintain patent rights abroad. Such determinations of 

the said Department shall be made after full consulta-

tion with United States industry and commerce, with 

the Department of State, and with other Government 

agencies familiar with the technical, scientific, indus-

trial, commercial or other economic or social factors 

affecting the invention involved, and after consider-

ation of the availability of valid patent protection in 

the countries determined to be immediate or potential 

markets for, or producers of, products, processes, or 

services covered by or relating to the invention. 
4. The Chairman of Government Patents Board [now 

Secretary of Commerce] shall administer foreign pat-

ents acquired by the United States under the terms of 

this order and shall issue licenses thereunder in accord-

ance with law under such rules and regulations as he 

shall prescribe. Nationals of the United States shall be 

granted licenses on a nonexclusive royalty free basis 

except in such cases as he shall determine and proclaim 

it to be inconsistent with the public interest to issue 

such licenses on a nonexclusive royalty free basis. 
5. The Department of State, in consultation with the 

Chairman of Government Patents Board [now Sec-

retary of Commerce], shall negotiate arrangements 

among governments under which each government and 

its nationals shall have access to the foreign patents of 

the other participating governments. Patents relating 

to matters of public health may be licensed by the 

Chairman of Government Patents Board [now Sec-

retary of Commerce], with the approval of the Sec-

retary of State, to any country or its nationals upon 

such terms and conditions as are in accordance with 

law and as the Chairman of Government Patents Board 

[now Secretary of Commerce] determines to be appro-

priate, regardless of whether such country is a party to 

the arrangements provided for in this section. 

6. There shall be exempted from the provisions of this 

order (a) all inventions within the jurisdiction of the 

Atomic Energy Commission except in such cases as the 

said Commission specifically authorizes the inclusion 

of an invention under the terms of this order; and (b) 

all other inventions officially classified as secret or 

confidential for reasons of the national security. Noth-

ing in this order shall supersede the declassification 

policies and procedures established by Executive Orders 

Nos. 9568 of June 8, 1945, 9604 of August 25, 1945, and 9809 

of December 12, 1946. 

TRANSFER OF FUNCTIONS 

Atomic Energy Commission abolished and all func-

tions transferred to Administrator of Energy Research 

and Development Administration (unless otherwise 

specifically provided) by section 5814 of Title 42, The 

Public Health and Welfare. Energy Research and Devel-

opment Administration terminated and functions vest-

ed by law in Administrator thereof transferred to Sec-

retary of Energy (unless otherwise specifically pro-

vided) by sections 7151(a) and 7293 of Title 42. 

EX. ORD. NO. 10096. UNIFORM GOVERNMENT PATENT 

POLICY FOR INVENTIONS BY GOVERNMENT EMPLOYEES 

Ex. Ord. No. 10096, Jan. 23, 1950, 15 F.R. 389, as amend-

ed by Ex. Ord. No. 10695, Jan. 16, 1957, 22 F.R. 365; Ex. 

Ord. No. 10930, Mar. 24, 1961, 26 F.R. 2583, provided: 

NOW, THEREFORE, by virtue of the authority vested 

in me by the Constitution and statutes, and as Presi-

dent of the United States and Commander in Chief of 

the armed forces of the United States, in the interest 

of the establishment and operation of a uniform patent 

policy for the Government with respect to inventions 

made by Government employees, it is hereby ordered as 

follows: 

1. The following basic policy is established for all 

Government agencies with respect to inventions here-

after made by any Government employee: 

(a) The Government shall obtain the entire right, 

title, and interest in and to all inventions made by any 

Government employee (1) during working hours, or (2) 

with a contribution by the Government of facilities, 

equipment, materials, funds, or information, or of time 

or services of other Government employees on official 

duty, or (3) which bear a direct relation to or are made 

in consequence of the official duties of the inventor. 

(b) In any case where the contribution of the Govern-

ment, as measured by any one or more of the criteria 

set forth in paragraph (a) last above, to the invention, 

is insufficient equitably to justify a requirement of as-

signment to the Government of the entire right, title 

and interest to such invention, or in any case where the 

Government has insufficient interest in an invention to 

obtain entire right, title and interest therein (although 

the Government could obtain some under paragraph 

(a), above), the Government agency concerned, subject 

to the approval of the Chairman of the Government 

Patents Board [now Secretary of Commerce. See Ex. 

Ord. No. 10930 set out as a note below] (provided for in 

paragraph 3 of this order and hereinafter referred to as 

the Chairman), shall leave title to such invention in 

the employee, subject, however, to the reservation to 

the Government of a non-exclusive, irrevocable, roy-

alty-free license in the invention with power to grant 

licenses for all governmental purposes, such reserva-
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tion, in the terms thereof, to appear, where practicable, 

in any patent, domestic or foreign, which may issue on 

such invention. 
(c) In applying the provisions of paragraphs (a) and 

(b), above, to the facts and circumstances relating to 

the making of any particular invention, it shall be pre-

sumed that an invention made by an employee who is 

employed or assigned (i) to invent or improve or perfect 

any art, machine, manufacture, or composition of mat-

ter, (ii) to conduct or perform research, development 

work, or both, (iii) to supervise, direct, coordinate, or 

review Government financed or conducted research, de-

velopment work, or both, or (iv) to act in a liaison ca-

pacity among governmental or nongovernmental agen-

cies or individuals engaged in such work, or made by an 

employee included within any other category of em-

ployees specified by regulations issued pursuant to sec-

tion 4(b) hereof, falls within the provisions of para-

graph (a), above, and it shall be presumed that any in-

vention made by any other employee falls within the 

provisions of paragraph (b), above. Either presumption 

may be rebutted by the facts or circumstances attend-

ant upon the conditions under which any particular in-

vention is made and, notwithstanding the foregoing, 

shall not preclude a determination that the invention 

falls within the provisions of paragraph (d) next below. 
(d) In any case wherein the Government neither (1) 

pursuant to the provisions of paragraph (a) above, ob-

tains entire right, title and interest in and to an inven-

tion nor (2) pursuant to the provisions of paragraph (b) 

above, reserves a non-exclusive, irrevocable, royalty- 

free license in the invention with power to grant li-

censes for all governmental purposes, the Government 

shall leave the entire right, title and interest in and to 

the invention in the Government employee, subject to 

law. 
(e) Actions taken, and rights acquired, under the 

foregoing provisions of this section, shall be reported to 

the Chairman [now Secretary of Commerce] in accord-

ance with procedures established by him. 
2. Subject to considerations of national security, or 

public health, safety, or welfare, the following basic 

policy is established for the collection, and dissemina-

tion to the public, of information concerning inven-

tions resulting from Government research and develop-

ment activities: 
(a) When an invention is made under circumstances 

defined in paragraph 1(a) of this order giving the United 

States the right to title thereto, the Government agen-

cy concerned shall either prepare and file an applica-

tion for patent therefor in the United States Patent Of-

fice [now Patent and Trademark Office] or make a full 

disclosure of the invention promptly to the Chairman 

[now Secretary of Commerce], who may, if he deter-

mines the Government interest so requires, cause appli-

cation for patent to be filed or cause the invention to 

be fully disclosed by publication thereof: Provided, how-

ever, That, consistent with present practice of the De-

partment of Agriculture, no application for patent 

shall, without the approval of the Secretary of Agri-

culture, be filed in respect of any variety of plant in-

vented by any employee of that Department. 
(b) [Revoked. Ex. Ord. No. 10695, Jan. 16, 1957, 22 F.R. 

365] 
3. (a) [Revoked. Ex. Ord. No. 10930, Mar. 24, 1961, 26 

F.R. 2583] 
(b) The Government Patents Board shall advise and 

confer with the Chairman concerning the operation of 

those aspects of the Government’s patent policy which 

are affected by the provisions of this order or of Execu-

tive Order No. 9865, and suggest modifications or im-

provements where necessary. 
(c) [Revoked. Ex. Ord. No. 10930, Mar. 24, 1961, 26 F.R. 

2583] 
(d) The Chairman shall establish such committees 

and other working groups as may be required to advise 

or assist him in the performance of any of his func-

tions. 
(e) The Chairman of the Government Patents Board 

[now Secretary of Commerce] and the Chairman of the 

Interdepartmental Committee on Scientific Research 

and Development (provided for by Executive Order No. 

9912 of December 24, 1947), shall establish and maintain 

such mutual consultation as will effect the proper co-

ordination of affairs of common concern. 
4. With a view to obtaining uniform application of the 

policies set out in this order and uniform operations 

thereunder, the Chairman [now Secretary of Com-

merce] is authorized and directed: 
(a) To consult and advise with Government agencies 

concerning the application and operation of the poli-

cies outlined herein; 
(b) After consultation with the Government Patents 

Board, to formulate and submit to the President for ap-

proval such proposed rules and regulations as may be 

necessary or desirable to implement and effectuate the 

aforesaid policies, together with the recommendations 

of the Government Patents Board thereon; 
(c) To submit annually a report to the President con-

cerning the operation of such policies, and from time to 

time such recommendations for modification thereof as 

may be deemed desirable; 
(d) To determine with finality any controversies or 

disputes between any Government agency and its em-

ployees, to the extent submitted by any party to the 

dispute, concerning the ownership of inventions made 

by such employees or rights therein; and 
(e) To perform such other or further functions or du-

ties as may from time to time be prescribed by the 

President or by statute. 
5. The functions and duties of the Secretary of Com-

merce and the Department of Commerce under the pro-

visions of Executive Order No. 9865 of June 14, 1947 are 

hereby transferred to the Chairman and the whole or 

any part of such functions and duties may be delegated 

by him to any Government agency or officer: Provided, 

That said Executive Order No. 9865 shall not be deemed 

to be amended or affected by any provision of this Ex-

ecutive order other than this paragraph 5. 
6. Each Government agency shall take all steps ap-

propriate to effectuate this order, including the pro-

mulgation of necessary regulations which shall not be 

inconsistent with this order or with regulations issued 

pursuant to paragraph 4(b) hereof. 
7. As used in this Executive order, the next stated 

terms, in singular and plural, are defined as follows for 

the purposes hereof: 
(a) ‘‘Government agency’’ includes any executive de-

partment and any independent commission, board, of-

fice, agency, authority, or other establishment of the 

Executive Branch of the Government of the United 

States (including any such independent regulatory 

commission or board, any such wholly-owned corpora-

tion, and the Smithsonian Institution), but excludes 

the Atomic Energy Commission. 
(b) ‘‘Government employee’’ includes any officer or 

employee, civilian or military, of any Government 

agency, except such part-time consultants or employ-

ees as may be excluded by regulations promulgated 

pursuant to paragraph 4(b) hereof. 
(c) ‘‘Invention’’ includes any art, machine, manufac-

ture, design, or composition of matter, or any new and 

useful improvement thereof, or any variety of plant, 

which is or may be patentable under the patent laws of 

the United States. 

EX. ORD. NO. 10695. TRANSFER OF RECORDS TO 

DEPARTMENT OF COMMERCE 

Section 2 of Ex. Ord. 10695, Jan. 16, 1957, 22 F.R. 365, 

provided that: ‘‘The Chairman of the Government Pat-

ents Board is hereby authorized to transfer to the De-

partment of Commerce any or all of the records here-

tofore prepared by the Board pursuant to paragraph 

2(b) of Executive Order No. 10096.’’ 

EX. ORD. NO. 10930. ABOLITION OF GOVERNMENT PATENTS 

BOARD 

Ex. Ord. No. 10930, Mar. 24, 1961, 26 F.R. 2583, provided: 
By virtue of the authority vested in me as President 

of the United States, it is ordered as follows: 
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SECTION 1. The Government Patents Board, estab-

lished by section 3(a) of Executive Order No. 10096 of 

January 23, 1950 [set out above], and all positions estab-

lished thereunder or pursuant thereto are hereby abol-

ished. 

SEC. 2. All functions of the Government Patents 

Board and of the Chairman thereof under the said Exec-

utive Order No. 10096, except the functions of con-

ference and consultation between the Board and the 

Chairman, are hereby transferred to the Secretary of 

Commerce, who may provide for the performance of 

such transferred functions by such officer, employee, or 

agency of the Department of Commerce as he may des-

ignate. 

SEC. 3. The Secretary of Commerce shall make such 

provision as may be necessary and consonant with law 

for the disposition or transfer of property, personnel, 

records, and funds of the Government Patents Board. 

SEC. 4. Except to the extent that they may be incon-

sistent with this order, all determinations, regulations, 

rules, rulings, orders, and other actions made or issued 

by the Government Patents Board, or by any Govern-

ment agency with respect to any function transferred 

by this order, shall continue in full force and effect 

until amended, modified, or revoked by appropriate au-

thority. 

SEC. 5. Subsections (a) and (c) of section 3 of Execu-

tive Order No. 10096 are hereby revoked, and all other 

provisions of that order are hereby amended to the ex-

tent that they are inconsistent with the provisions of 

this order. 

JOHN F. KENNEDY. 

§ 267. Time for taking action in Government ap-
plications 

Notwithstanding the provisions of sections 133 
and 151 of this title, the Commissioner may ex-
tend the time for taking any action to three 
years, when an application has become the prop-
erty of the United States and the head of the ap-
propriate department or agency of the Govern-
ment has certified to the Commissioner that the 
invention disclosed therein is important to the 
armament or defense of the United States. 

(July 19, 1952, ch. 950, 66 Stat. 811.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 37 (R.S. 4894, 

amended (1) Mar. 3, 1897, ch. 391, § 4, 29 Stat. 692, 693, (2) 

July 6, 1916, ch. 225, § 1, 39 Stat. 345, 347–8, (3) Mar. 2, 

1927, ch. 273, § 1, 44 Stat. 1335, (4) Aug. 7, 1939, ch. 568, 53 

Stat. 1264). 

This provision, which appears as the last two sen-

tences of the corresponding section of the present stat-

ute (see note to section 133) is made a separate section 

and rewritten in simpler form. 

CHAPTER 28—INFRINGEMENT OF PATENTS 

Sec. 

271. Infringement of patent. 

272. Temporary presence in the United States. 

CHAPTER REFERRED TO IN OTHER SECTIONS 

This chapter is referred to in section 154 of this title. 

§ 271. Infringement of patent 

(a) Except as otherwise provided in this title, 
whoever without authority makes, uses, offers 
to sell, or sells any patented invention, within 
the United States or imports into the United 
States any patented invention during the term 
of the patent therefor, infringes the patent. 

(b) Whoever actively induces infringement of a 
patent shall be liable as an infringer. 

(c) Whoever offers to sell or sells within the 
United States or imports into the United States 
a component of a patented machine, manufac-
ture, combination or composition, or a material 
or apparatus for use in practicing a patented 
process, constituting a material part of the in-
vention, knowing the same to be especially 
made or especially adapted for use in an in-
fringement of such patent, and not a staple arti-
cle or commodity of commerce suitable for sub-
stantial noninfringing use, shall be liable as a 
contributory infringer. 

(d) No patent owner otherwise entitled to re-
lief for infringement or contributory infringe-
ment of a patent shall be denied relief or deemed 
guilty of misuse or illegal extension of the pat-
ent right by reason of his having done one or 
more of the following: (1) derived revenue from 
acts which if performed by another without his 
consent would constitute contributory infringe-
ment of the patent; (2) licensed or authorized 
another to perform acts which if performed 
without his consent would constitute contribu-
tory infringement of the patent; (3) sought to 
enforce his patent rights against infringement 
or contributory infringement; (4) refused to li-
cense or use any rights to the patent; or (5) con-
ditioned the license of any rights to the patent 
or the sale of the patented product on the acqui-
sition of a license to rights in another patent or 
purchase of a separate product, unless, in view 
of the circumstances, the patent owner has mar-
ket power in the relevant market for the patent 
or patented product on which the license or sale 
is conditioned. 

(e)(1) It shall not be an act of infringement to 
make, use, offer to sell, or sell within the United 
States or import into the United States a pat-
ented invention (other than a new animal drug 
or veterinary biological product (as those terms 
are used in the Federal Food, Drug, and Cos-
metic Act and the Act of March 4, 1913) which is 
primarily manufactured using recombinant 
DNA, recombinant RNA, hybridoma technology, 
or other processes involving site specific genetic 
manipulation techniques) solely for uses reason-
ably related to the development and submission 
of information under a Federal law which regu-
lates the manufacture, use, or sale of drugs or 
veterinary biological products. 

(2) It shall be an act of infringement to sub-
mit— 

(A) an application under section 505(j) of the 
Federal Food, Drug, and Cosmetic Act or de-
scribed in section 505(b)(2) of such Act for a 
drug claimed in a patent or the use of which is 
claimed in a patent, or 

(B) an application under section 512 of such 
Act or under the Act of March 4, 1913 (21 U.S.C. 
151–158) for a drug or veterinary biological 
product which is not primarily manufactured 
using recombinant DNA, recombinant RNA, 
hybridoma technology, or other processes in-
volving site specific genetic manipulation 
techniques and which is claimed in a patent or 
the use of which is claimed in a patent, 

if the purpose of such submission is to obtain 
approval under such Act to engage in the com-
mercial manufacture, use, or sale of a drug or 
veterinary biological product claimed in a pat-
ent or the use of which is claimed in a patent be-
fore the expiration of such patent. 
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(3) In any action for patent infringement 
brought under this section, no injunctive or 
other relief may be granted which would pro-
hibit the making, using, offering to sell, or sell-
ing within the United States or importing into 
the United States of a patented invention under 
paragraph (1). 

(4) For an act of infringement described in 
paragraph (2)— 

(A) the court shall order the effective date of 
any approval of the drug or veterinary biologi-
cal product involved in the infringement to be 
a date which is not earlier than the date of the 
expiration of the patent which has been in-
fringed, 

(B) injunctive relief may be granted against 
an infringer to prevent the commercial manu-
facture, use, offer to sell, or sale within the 
United States or importation into the United 
States of an approved drug or veterinary bio-
logical product, and 

(C) damages or other monetary relief may be 
awarded against an infringer only if there has 
been commercial manufacture, use, offer to 
sell, or sale within the United States or impor-
tation into the United States of an approved 
drug or veterinary biological product. 

The remedies prescribed by subparagraphs (A), 
(B), and (C) are the only remedies which may be 
granted by a court for an act of infringement de-
scribed in paragraph (2), except that a court 
may award attorney fees under section 285. 

(f)(1) Whoever without authority supplies or 
causes to be supplied in or from the United 
States all or a substantial portion of the compo-
nents of a patented invention, where such com-
ponents are uncombined in whole or in part, in 
such manner as to actively induce the combina-
tion of such components outside of the United 
States in a manner that would infringe the pat-
ent if such combination occurred within the 
United States, shall be liable as an infringer. 

(2) Whoever without authority supplies or 
causes to be supplied in or from the United 
States any component of a patented invention 
that is especially made or especially adapted for 
use in the invention and not a staple article or 
commodity of commerce suitable for substantial 
noninfringing use, where such component is un-
combined in whole or in part, knowing that such 
component is so made or adapted and intending 
that such component will be combined outside 
of the United States in a manner that would in-
fringe the patent if such combination occurred 
within the United States, shall be liable as an 
infringer. 

(g) Whoever without authority imports into 
the United States or offers to sell, sells, or uses 
within the United States a product which is 
made by a process patented in the United States 
shall be liable as an infringer, if the importa-
tion, offer to sell, sale, or use of the product oc-
curs during the term of such process patent. In 
an action for infringement of a process patent, 
no remedy may be granted for infringement on 
account of the noncommercial use or retail sale 
of a product unless there is no adequate remedy 
under this title for infringement on account of 
the importation or other use, offer to sell, or 
sale of that product. A product which is made by 
a patented process will, for purposes of this 
title, not be considered to be so made after— 

(1) it is materially changed by subsequent 
processes; or 

(2) it becomes a trivial and nonessential 
component of another product. 

(h) As used in this section, the term ‘‘who-
ever’’ includes any State, any instrumentality 
of a State, and any officer or employee of a 
State or instrumentality of a State acting in his 
official capacity. Any State, and any such in-
strumentality, officer, or employee, shall be 
subject to the provisions of this title in the 
same manner and to the same extent as any 
nongovernmental entity. 

(i) As used in this section, an ‘‘offer for sale’’ 
or an ‘‘offer to sell’’ by a person other than the 
patentee, or any designee of the patentee, is 
that in which the sale will occur before the expi-
ration of the term of the patent. 

(July 19, 1952, ch. 950, 66 Stat. 811; Pub. L. 98–417, 
title II, § 202, Sept. 24, 1984, 98 Stat. 1603; Pub. L. 
98–622, title I, § 101(a), Nov. 8, 1984, 98 Stat. 3383; 
Pub. L. 100–418, title IX, § 9003, Aug. 23, 1988, 102 
Stat. 1563; Pub. L. 100–670, title II, § 201(i), Nov. 
16, 1988, 102 Stat. 3988; Pub. L. 100–703, title II, 
§ 201, Nov. 19, 1988, 102 Stat. 4676; Pub. L. 102–560, 
§ 2(a)(1), Oct. 28, 1992, 106 Stat. 4230; Pub. L. 
103–465, title V, § 533(a), Dec. 8, 1994, 108 Stat. 
4988.) 

HISTORICAL AND REVISION NOTES 

The first paragraph of this section is declaratory 

only, defining infringement. 
Paragraphs (b) and (c) define and limit contributory 

infringement of a patent and paragraph (d) is ancillary 

to these paragraphs, see preliminary general descrip-

tion of bill. One who actively induces infringement as 

by aiding and abetting the same is liable as an in-

fringer, and so is one who sells a component part of a 

patented invention or material or apparatus for use 

therein knowing the same to be especially made or es-

pecially adapted for use in the infringement of the pat-

ent except in the case of a staple article or commodity 

of commerce having other uses. A patentee is not 

deemed to have misused his patent solely by reason of 

doing anything authorized by the section. 

REFERENCES IN TEXT 

The Federal Food, Drug, and Cosmetic Act, referred 

to in subsec. (e)(1), (2), is act June 25, 1938, ch. 675, 52 

Stat. 1040, as amended, which is classified generally to 

chapter 9 (§ 301 et seq.) of Title 21, Food and Drugs. Sec-

tions 505(b)(2), 505(j), and 512 of that Act are classified, 

respectively, to sections 355(b)(2), 355(j), and 360b of 

Title 21. For complete classification of this Act to the 

Code, see section 301 of Title 21 and Tables. 
Act of March 4, 1913, referred to in subsec. (e)(1), (2), 

is act Mar. 4, 1913, ch. 145, 37 Stat. 828, as amended. The 

provisions of such act relating to viruses, etc., applica-

ble to domestic animals, popularly known as the Virus- 

Serum-Toxin Act, are classified generally to chapter 5 

(§ 151 et seq.) of Title 21. For complete classification of 

this Act to the Code, see Short Title note set out under 

section 151 of Title 21 and Tables. 

AMENDMENTS 

1994—Subsec. (a). Pub. L. 103–465, § 533(a)(1), inserted 

‘‘, offers to sell,’’ after ‘‘uses’’ and ‘‘or imports into the 

United States any patented invention’’ after ‘‘the 

United States’’. 
Subsec. (c). Pub. L. 103–465, § 533(a)(2), substituted ‘‘of-

fers to sell or sells within the United States or imports 

into the United States’’ for ‘‘sells’’. 
Subsec. (e)(1). Pub. L. 103–465, § 533(a)(3)(A), sub-

stituted ‘‘offer to sell, or sell within the United States 

or import into the United States’’ for ‘‘or sell’’. 
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Subsec. (e)(3). Pub. L. 103–465, § 533(a)(3)(B), sub-

stituted ‘‘offering to sell, or selling within the United 

States or importing into the United States’’ for ‘‘or 

selling’’. 

Subsec. (e)(4)(B), (C). Pub. L. 103–465, § 533(a)(3)(C), 

(D), substituted ‘‘offer to sell, or sale within the United 

States or importation into the United States’’ for ‘‘or 

sale’’. 

Subsec. (g). Pub. L. 103–465, § 533(a)(4), substituted 

‘‘offers to sell, sells,’’ for ‘‘sells’’, ‘‘importation, offer to 

sell, sale,’’ for ‘‘importation, sale,’’, and ‘‘other use, 

offer to sell, or’’ for ‘‘other use or’’. 

Subsec. (i). Pub. L. 103–465, § 533(a)(5), added subsec. 

(i). 

1992—Subsec. (h). Pub. L. 102–560 added subsec. (h). 

1988—Subsec. (d). Pub. L. 100–703 added cls. (4) and (5). 

Subsec. (e)(1). Pub. L. 100–670, § 201(i)(1), inserted 

‘‘which is primarily manufactured using recombinant 

DNA, recombinant RNA, hybridoma technology, or 

other processes involving site specific genetic manipu-

lation techniques’’ after ‘‘March 4, 1913)’’ and ‘‘or vet-

erinary biological products’’ after ‘‘sale of drugs’’. 

Subsec. (e)(2). Pub. L. 100–670, § 201(i)(2), amended par. 

(2) generally. Prior to amendment, par. (2) read as fol-

lows: ‘‘It shall be an act of infringement to submit an 

application under section 505(j) of the Federal Food, 

Drug, and Cosmetic Act or described in section 505(b)(2) 

of such Act for a drug claimed in a patent or the use 

of which is claimed in a patent, if the purpose of such 

submission is to obtain approval under such Act to en-

gage in the commercial manufacture, use, or sale of a 

drug claimed in a patent or the use of which is claimed 

in a patent before the expiration of such patent.’’ 

Subsec. (e)(4). Pub. L. 100–670, § 201(i)(3), inserted ‘‘or 

veterinary biological product’’ after ‘‘drug’’ in subpars. 

(A) to (C). 

Subsec. (g). Pub. L. 100–418 added subsec. (g). 

1984—Subsec. (e). Pub. L. 98–417 added subsec. (e). 

Subsec. (f). Pub. L. 98–622 added subsec. (f). 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

EFFECTIVE DATE OF 1992 AMENDMENT 

Amendment by Pub. L. 102–560 effective with respect 

to violations that occur on or after Oct. 28, 1992, see 

section 4 of Pub. L. 102–560, set out as a note under sec-

tion 2541 of Title 7, Agriculture. 

EFFECTIVE DATE OF 1988 AMENDMENTS 

Section 202 of title II of Pub. L. 100–703 provided that: 

‘‘The amendment made by this title [amending this 

section] shall apply only to cases filed on or after the 

date of the enactment of this Act [Nov. 19, 1988].’’ 

Section 9006 of Pub. L. 100–418 provided that: 

‘‘(a) IN GENERAL.—The amendments made by this sub-

title [subtitle A (§§ 9001–9007) of title IX of Pub. L. 

100–418, enacting section 295 of this title and amending 

this section and sections 154 and 287 of this title] take 

effect 6 months after the date of enactment of this Act 

[Aug. 23, 1988] and, subject to subsections (b) and (c), 

shall apply only with respect to products made or im-

ported after the effective date of the amendments made 

by this subtitle. 

‘‘(b) EXCEPTIONS.—The amendments made by this sub-

title shall not abridge or affect the right of any person 

or any successor in business of such person to continue 

to use, sell, or import any specific product already in 

substantial and continuous sale or use by such person 

in the United States on January 1, 1988, or for which 

substantial preparation by such person for such sale or 

use was made before such date, to the extent equitable 

for the protection of commercial investments made or 

business commenced in the United States before such 

date. This subsection shall not apply to any person or 

any successor in business of such person using, selling, 

or importing a product produced by a patented process 

that is the subject of a process patent enforcement ac-

tion commenced before January 1, 1987, before the 

International Trade Commission, that is pending or in 

which an order has been entered. 

‘‘(c) RETENTION OF OTHER REMEDIES.—The amend-

ments made by this subtitle shall not deprive a patent 

owner of any remedies available under subsections (a) 

through (f) of section 271 of title 35, United States Code, 

under section 337 of the Tariff Act of 1930 [19 U.S.C. 

1337], or under any other provision of law.’’ 

EFFECTIVE DATE OF 1984 AMENDMENT 

Amendment by Pub. L. 98–622 applicable only to the 

supplying, or causing to be supplied, of any component 

or components of a patented invention after Nov. 8, 

1984, see section 106(c) of Pub. L. 98–622, set out as a 

note under section 103 of this title. 

REPORTS TO CONGRESS; EFFECT ON DOMESTIC INDUS-

TRIES OF PROCESS PATENT AMENDMENTS ACT OF 1988 

Section 9007 of Pub. L. 100–418 provided that: 

‘‘(a) CONTENTS.—The Secretary of Commerce shall, 

not later than the end of each 1-year period described 

in subsection (b), report to the Congress on the effect 

of the amendments made by this subtitle [subtitle A 

(§§ 9001–9007) of title IX of Pub. L. 100–418, enacting sec-

tion 295 of this title and amending sections 154, 271, and 

287 of this title] on those domestic industries that sub-

mit complaints to the Department of Commerce, dur-

ing that 1-year period, alleging that their legitimate 

sources of supply have been adversely affected by the 

amendments made by this subtitle. 

‘‘(b) WHEN SUBMITTED.—A report described in sub-

section (a) shall be submitted with respect to each of 

the five 1-year periods which occur successively begin-

ning on the effective date of the amendments made by 

this subtitle and ending five years after that effective 

date.’’ 

CROSS REFERENCES 

Action for infringement of patent, see section 281 of 

this title. 

Action for infringement of patent containing invalid 

claim, see section 288 of this title. 

Additional remedy for infringement of design patent, 

see section 289 of this title. 

Damages for infringement of patent, see section 284 of 

this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 157, 287, 296 of 

this title; title 21 sections 355, 360b. 

§ 272. Temporary presence in the United States 

The use of any invention in any vessel, air-
craft or vehicle of any country which affords 
similar privileges to vessels, aircraft or vehicles 
of the United States, entering the United States 
temporarily or accidentally, shall not constitute 
infringement of any patent, if the invention is 
used exclusively for the needs of the vessel, air-
craft or vehicle and is not offered for sale or sold 
in or used for the manufacture of anything to be 
sold in or exported from the United States. 

(July 19, 1952, ch. 950, 66 Stat. 812; Pub. L. 
103–465, title V, § 533(b)(4), Dec. 8, 1994, 108 Stat. 
4989.) 

HISTORICAL AND REVISION NOTES 

This section follows the requirement of the Inter-

national Convention for the Protection of Industrial 

Property, to which the United States is a party, and 

also codifies the holding of the Supreme Court that use 
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1 So in original. Does not conform to section catchline. 

of a patented invention on board a foreign ship does not 

infringe a patent. 

AMENDMENTS 

1994—Pub. L. 103–465 substituted ‘‘not offered for sale 

or sold’’ for ‘‘not sold’’. 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 157 of this title; 

title 42 section 2457. 

CHAPTER 29—REMEDIES FOR INFRINGE-
MENT OF PATENT, AND OTHER ACTIONS 

Sec. 

281. Remedy for infringement of patent. 

282. Presumption of validity; defenses. 

283. Injunction. 

284. Damages. 

285. Attorney fees. 

286. Time limitation on damages. 

287. Limitation on damages and other remedies; 

marking and notice. 

288. Action for infringement of a patent contain-

ing an invalid claim. 

289. Additional remedy for infringement of design 

patent. 

290. Notice of patent suits. 

291. Interfering patents. 

292. False marking. 

293. Nonresident patentee, service and notice.1 

294. Voluntary arbitration. 

295. Presumption: Product made by patented 

process. 

296. Liability of States, instrumentalities of 

States, and State officials for infringement 

of patents. 

AMENDMENTS 

1992—Pub. L. 102–560, § 2(b), Oct. 28, 1992, 106 Stat. 4230, 

added item 296. 

1988—Pub. L. 100–418, title IX, §§ 9004(b), 9005(b), Aug. 

23, 1988, 102 Stat. 1566, inserted ‘‘and other remedies’’ in 

item 287 and added item 295. 

1982—Pub. L. 97–247, § 17(b)(2), Aug. 27, 1982, 96 Stat. 

323, added item 294. 

CHAPTER REFERRED TO IN OTHER SECTIONS 

This chapter is referred to in sections 154, 207 of this 

title; title 15 section 3710a. 

§ 281. Remedy for infringement of patent 

A patentee shall have remedy by civil action 
for infringement of his patent. 

(July 19, 1952, ch. 950, 66 Stat. 812.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., §§ 67 and 70, part 

(R.S. 4919; R.S. 4921, amended (1) Mar. 3, 1897, ch. 391, § 6, 

29 Stat. 694, (2) Feb. 18, 1922, ch. 58, § 8, 42 Stat. 392, (3) 

Aug. 1, 1946, ch. 726, § 1, 60 Stat. 778). 

The corresponding two sections of existing law are di-

vided among sections 281, 283, 284, 285, 286 and 289 with 

some changes in language. Section 281 serves as an in-

troduction or preamble to the following sections, the 

modern term civil action is used, there would be, of 

course, a right to a jury trial when no injunction is 

sought. 

CROSS REFERENCES 

Action against United States in United States Court 

of Federal Claims for use and manufacture of inven-

tion, see section 1498 of Title 28, Judiciary and Judicial 

Procedure. 
Jurisdiction, district courts as having original and 

exclusive jurisdiction of civil actions arising under any 

Act of Congress relating to patents, see section 1338 of 

Title 28. 
Power of court to grant injunctions, see section 283 of 

this title. 
Service of process in infringement action, see section 

1694 of Title 28. 
Venue of actions for infringement, see section 1400 of 

Title 28. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 157, 287 of this 

title. 

§ 282. Presumption of validity; defenses 

A patent shall be presumed valid. Each claim 
of a patent (whether in independent, dependent, 
or multiple dependent form) shall be presumed 
valid independently of the validity of other 
claims; dependent or multiple dependent claims 
shall be presumed valid even though dependent 
upon an invalid claim. Notwithstanding the pre-
ceding sentence, if a claim to a composition of 
matter is held invalid and that claim was the 
basis of a determination of nonobviousness 
under section 103(b)(1), the process shall no 
longer be considered nonobvious solely on the 
basis of section 103(b)(1). The burden of estab-
lishing invalidity of a patent or any claim there-
of shall rest on the party asserting such invalid-
ity. 

The following shall be defenses in any action 
involving the validity or infringement of a pat-
ent and shall be pleaded: 

(1) Noninfringement, absence of liability for 
infringement or unenforceability, 

(2) Invalidity of the patent or any claim in 
suit on any ground specified in part II of this 
title as a condition for patentability, 

(3) Invalidity of the patent or any claim in 
suit for failure to comply with any require-
ment of sections 112 or 251 of this title, 

(4) Any other fact or act made a defense by 
this title. 

In actions involving the validity or infringe-
ment of a patent the party asserting invalidity 
or noninfringement shall give notice in the 
pleadings or otherwise in writing to the adverse 
party at least thirty days before the trial, of the 
country, number, date, and name of the patentee 
of any patent, the title, date, and page numbers 
of any publication to be relied upon as anticipa-
tion of the patent in suit or, except in actions in 
the United States Court of Federal Claims, as 
showing the state of the art, and the name and 
address of any person who may be relied upon as 
the prior inventor or as having prior knowledge 
of or as having previously used or offered for 
sale the invention of the patent in suit. In the 
absence of such notice proof of the said matters 
may not be made at the trial except on such 
terms as the court requires. Invalidity of the ex-
tension of a patent term or any portion thereof 
under section 156 of this title because of the ma-
terial failure— 

(1) by the applicant for the extension, or 
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(2) by the Commissioner, 

to comply with the requirements of such section 
shall be a defense in any action involving the in-
fringement of a patent during the period of the 
extension of its term and shall be pleaded. A due 
diligence determination under section 156(d)(2) 
is not subject to review in such an action. 

(July 19, 1952, ch. 950, 66 Stat. 812; Pub. L. 89–83, 
§ 10, July 24, 1965, 79 Stat. 261; Pub. L. 94–131, § 10, 
Nov. 14, 1975, 89 Stat. 692; Pub. L. 97–164, title I, 
§ 161(7), Apr. 2, 1982, 96 Stat. 49; Pub. L. 98–417, 
title II, § 203, Sept. 24, 1984, 98 Stat. 1603; Pub. L. 
102–572, title IX, § 902(b)(1), Oct. 29, 1992, 106 Stat. 
4516; Pub. L. 104–41, § 2, Nov. 1, 1995, 109 Stat. 
352.) 

HISTORICAL AND REVISION NOTES 

Derived from Title 35, U.S.C., 1946 ed., § 69 (R.S. 4920, 
amended (1) Mar. 3, 1897, ch. 391, § 2, 29 Stat. 692, (2) 
Aug. 5, 1939, ch. 450, § 1, 53 Stat. 1212). 

The first paragraph declares the existing presumption 
of validity of patents. 

The five defenses named in R.S. 4920 are omitted and 
replaced by a broader paragraph specifying defenses in 
general terms. 

The third paragraph, relating to notice of prior pat-
ents, publications and uses, is based on part of the last 
paragraph of R.S. 4920 which was superseded by the 
Federal Rules of Civil Procedure but which is rein-
stated with modifications. 

AMENDMENTS 

1995—First par. Pub. L. 104–41 inserted after second 
sentence ‘‘Notwithstanding the preceding sentence, if a 
claim to a composition of matter is held invalid and 
that claim was the basis of a determination of non-
obviousness under section 103(b)(1), the process shall no 
longer be considered nonobvious solely on the basis of 
section 103(b)(1).’’ 

1992—Third par. Pub. L. 102–572 substituted ‘‘United 
States Court of Federal Claims’’ for ‘‘United States 
Claims Court’’. 

1984—Pub. L. 98–417 inserted provision at end that the 
invalidity of the extension of a patent term or any por-
tion thereof under section 156 of this title because of 
the material failure by the applicant for the extension, 
or by the Commissioner, to comply with the require-
ments of such section shall be a defense in any action 
involving the infringement of a patent during the pe-
riod of the extension of its term and shall be pleaded, 
and that a due diligence determination under section 
156(d)(2) is not subject to review in such an action. 

1982—Third par. Pub. L. 97–164 substituted ‘‘Claims 
Court’’ for ‘‘Court of Claims’’. 

1975—First par. Pub. L. 94–131 made presumption of 
validity applicable to claim of a patent in multiple de-
pendent form and multiple dependent claims and sub-
stituted ‘‘asserting such invalidity’’ for ‘‘asserting it’’. 

1965—Pub. L. 89–83 required each claim of a patent 
(whether in independent or dependent form) to be pre-
sumed valid independently of the validity of other 
claims and required dependent claims to be presumed 
valid even though dependent upon an invalid claim. 

EFFECTIVE DATE OF 1992 AMENDMENT 

Amendment by Pub. L. 102–572 effective Oct. 29, 1992, 
see section 911 of Pub. L. 102–572, set out as a note 

under section 171 of Title 28, Judiciary and Judicial 

Procedure. 

EFFECTIVE DATE OF 1982 AMENDMENT 

Amendment by Pub. L. 97–164 effective Oct. 1, 1982, 

see section 402 of Pub. L. 97–164, set out as a note under 

section 171 of Title 28, Judiciary and Judicial Proce-

dure. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 94–131 effective Jan. 24, 1978, 

and applicable on and after that date to patent applica-

tions filed in the United States and to international ap-

plications, where applicable, see section 11 of Pub. L. 

94–131, set out as an Effective Date note under section 

351 of this title. 

EFFECTIVE DATE OF 1965 AMENDMENT 

Amendment by Pub. L. 89–83 effective 3 months after 

July 24, 1965, see section 7(a) of Pub. L. 89–83, set out as 

a note under section 41 of this title. 

CROSS REFERENCES 

Patentability, prior knowledge or use, public use or 

sale, and abandonment, see section 102 of this title. 

Time limitation on damages, see section 286 of this 

title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 157, 294 of this 

title. 

§ 283. Injunction 

The several courts having jurisdiction of cases 
under this title may grant injunctions in ac-
cordance with the principles of equity to pre-
vent the violation of any right secured by pat-
ent, on such terms as the court deems reason-
able. 

(July 19, 1952, ch. 950, 66 Stat. 812.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921, 

amended (1) Mar. 3, 1897, ch. 391, § 6, 29 Stat. 694, (2) Feb. 

18, 1922, ch. 58, § 8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726, 

§ 1, 60 Stat. 778). 

This section is the same as the provision which opens 

R.S. 4921 with minor changes in language. 

FEDERAL RULES OF CIVIL PROCEDURE 

Injunctions, see rule 65, Title 28, Appendix, Judiciary 

and Judicial Procedure. 

CROSS REFERENCES 

District courts of the United States as having origi-

nal and exclusive jurisdiction of civil actions arising 

under any Act of Congress relating to patents, see sec-

tion 1338 of Title 28, Judiciary and Judicial Procedure. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 154, 157, 287 of 

this title. 

§ 284. Damages 

Upon finding for the claimant the court shall 
award the claimant damages adequate to com-
pensate for the infringement, but in no event 
less than a reasonable royalty for the use made 
of the invention by the infringer, together with 
interest and costs as fixed by the court. 

When the damages are not found by a jury, the 
court shall assess them. In either event the 
court may increase the damages up to three 
times the amount found or assessed. 

The court may receive expert testimony as an 
aid to the determination of damages or of what 
royalty would be reasonable under the circum-
stances. 

(July 19, 1952, ch. 950, 66 Stat. 813.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., §§ 67 and 70, part 

(R.S. 4919; R.S. 4921, amended (1) Mar. 3, 1897, ch. 391, § 6, 

29 Stat. 694, (2) Feb. 18, 1922, ch. 58, § 8, 42 Stat. 392, (3) 

Aug. 1, 1946, ch. 726, § 1, 60 Stat. 778). 
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This section consolidates the provisions relating to 

damages in R.S. 4919 and 4921, with some changes in 

language. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 154, 157, 287, 296 

of this title. 

§ 285. Attorney fees 

The court in exceptional cases may award rea-
sonable attorney fees to the prevailing party. 

(July 19, 1952, ch. 950, 66 Stat. 813.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921, 

amended (1) Mar. 3, 1897, ch. 391, § 6, 29 Stat. 694, (2) Feb. 

18, 1922, ch. 58, § 8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726, 

§ 1, 60 Stat. 778). 

This section is substantially the same as the cor-

responding provision in R.S. 4921; ‘‘in exceptional 

cases’’ has been added as expressing the intention of 

the present statute as shown by its legislative history 

and as interpreted by the courts. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 154, 157, 271, 287, 

296 of this title. 

§ 286. Time limitation on damages 

Except as otherwise provided by law, no recov-
ery shall be had for any infringement committed 
more than six years prior to the filing of the 
complaint or counterclaim for infringement in 
the action. 

In the case of claims against the United States 
Government for use of a patented invention, the 
period before bringing suit, up to six years, be-
tween the date of receipt of a written claim for 
compensation by the department or agency of 
the Government having authority to settle such 
claim, and the date of mailing by the Govern-
ment of a notice to the claimant that his claim 
has been denied shall not be counted as part of 
the period referred to in the preceding para-
graph. 

(July 19, 1952, ch. 950, 66 Stat. 813.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921, 

amended (1) Mar. 3, 1897, ch. 391, § 6, 29 Stat. 694, (2) Feb. 

18, 1922, ch. 58, § 8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726, 

§ 1, 60 Stat. 778). 

The first paragraph is the same as the provision in 

R.S. 4921 with minor changes in language, with the 

added provision relating to the date for counterclaims 

for infringement. 

The second paragraph is new and relates to extending 

the period of limitations with respect to suits in the 

Court of Claims in certain instances when administra-

tive consideration is pending. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 157 of this title. 

§ 287. Limitation on damages and other remedies; 
marking and notice 

(a) Patentees, and persons making, offering for 
sale, or selling within the United States any 
patented article for or under them, or importing 
any patented article into the United States, 
may give notice to the public that the same is 
patented, either by fixing thereon the word 

‘‘patent’’ or the abbreviation ‘‘pat.’’, together 
with the number of the patent, or when, from 
the character of the article, this can not be 
done, by fixing to it, or to the package wherein 
one or more of them is contained, a label con-
taining a like notice. In the event of failure so 
to mark, no damages shall be recovered by the 
patentee in any action for infringement, except 
on proof that the infringer was notified of the 
infringement and continued to infringe there-
after, in which event damages may be recovered 
only for infringement occurring after such no-
tice. Filing of an action for infringement shall 
constitute such notice. 

(b)(1) An infringer under section 271(g) shall be 
subject to all the provisions of this title relating 
to damages and injunctions except to the extent 
those remedies are modified by this subsection 
or section 9006 of the Process Patent Amend-
ments Act of 1988. The modifications of remedies 
provided in this subsection shall not be avail-
able to any person who— 

(A) practiced the patented process; 
(B) owns or controls, or is owned or con-

trolled by, the person who practiced the pat-
ented process; or 

(C) had knowledge before the infringement 
that a patented process was used to make the 
product the importation, use, offer for sale, or 
sale of which constitutes the infringement. 

(2) No remedies for infringement under section 
271(g) of this title shall be available with respect 
to any product in the possession of, or in transit 
to, the person subject to liability under such 
section before that person had notice of in-
fringement with respect to that product. The 
person subject to liability shall bear the burden 
of proving any such possession or transit. 

(3)(A) In making a determination with respect 
to the remedy in an action brought for infringe-
ment under section 271(g), the court shall con-
sider— 

(i) the good faith demonstrated by the de-
fendant with respect to a request for disclo-
sure, 

(ii) the good faith demonstrated by the 
plaintiff with respect to a request for disclo-
sure, and 

(iii) the need to restore the exclusive rights 
secured by the patent. 

(B) For purposes of subparagraph (A), the fol-
lowing are evidence of good faith: 

(i) a request for disclosure made by the de-
fendant; 

(ii) a response within a reasonable time by 
the person receiving the request for disclosure; 
and 

(iii) the submission of the response by the 
defendant to the manufacturer, or if the man-
ufacturer is not known, to the supplier, of the 
product to be purchased by the defendant, to-
gether with a request for a written statement 
that the process claimed in any patent dis-
closed in the response is not used to produce 
such product. 

The failure to perform any acts described in the 
preceding sentence is evidence of absence of 
good faith unless there are mitigating circum-
stances. Mitigating circumstances include the 
case in which, due to the nature of the product, 
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the number of sources for the product, or like 
commercial circumstances, a request for disclo-
sure is not necessary or practicable to avoid in-
fringement. 

(4)(A) For purposes of this subsection, a ‘‘re-
quest for disclosure’’ means a written request 
made to a person then engaged in the manufac-
ture of a product to identify all process patents 
owned by or licensed to that person, as of the 
time of the request, that the person then reason-
ably believes could be asserted to be infringed 
under section 271(g) if that product were im-
ported into, or sold, offered for sale, or used in, 
the United States by an unauthorized person. A 
request for disclosure is further limited to a re-
quest— 

(i) which is made by a person regularly en-
gaged in the United States in the sale of the 
same type of products as those manufactured 
by the person to whom the request is directed, 
or which includes facts showing that the per-
son making the request plans to engage in the 
sale of such products in the United States; 

(ii) which is made by such person before the 
person’s first importation, use, offer for sale, 
or sale of units of the product produced by an 
infringing process and before the person had 
notice of infringement with respect to the 
product; and 

(iii) which includes a representation by the 
person making the request that such person 
will promptly submit the patents identified 
pursuant to the request to the manufacturer, 
or if the manufacturer is not known, to the 
supplier, of the product to be purchased by the 
person making the request, and will request 
from that manufacturer or supplier a written 
statement that none of the processes claimed 
in those patents is used in the manufacture of 
the product. 

(B) In the case of a request for disclosure re-
ceived by a person to whom a patent is licensed, 
that person shall either identify the patent or 
promptly notify the licensor of the request for 
disclosure. 

(C) A person who has marked, in the manner 
prescribed by subsection (a), the number of the 
process patent on all products made by the pat-
ented process which have been offered for sale or 
sold by that person in the United States, or im-
ported by the person into the United States, be-
fore a request for disclosure is received is not re-
quired to respond to the request for disclosure. 
For purposes of the preceding sentence, the term 
‘‘all products’’ does not include products made 
before the effective date of the Process Patent 
Amendments Act of 1988. 

(5)(A) For purposes of this subsection, notice 
of infringement means actual knowledge, or re-
ceipt by a person of a written notification, or a 
combination thereof, of information sufficient 
to persuade a reasonable person that it is likely 
that a product was made by a process patented 
in the United States. 

(B) A written notification from the patent 
holder charging a person with infringement 
shall specify the patented process alleged to 
have been used and the reasons for a good faith 
belief that such process was used. The patent 
holder shall include in the notification such in-
formation as is reasonably necessary to explain 

fairly the patent holder’s belief, except that the 
patent holder is not required to disclose any 
trade secret information. 

(C) A person who receives a written notifica-
tion described in subparagraph (B) or a written 
response to a request for disclosure described in 
paragraph (4) shall be deemed to have notice of 
infringement with respect to any patent referred 
to in such written notification or response un-
less that person, absent mitigating circum-
stances— 

(i) promptly transmits the written notifica-
tion or response to the manufacturer or, if the 
manufacturer is not known, to the supplier, of 
the product purchased or to be purchased by 
that person; and 

(ii) receives a written statement from the 
manufacturer or supplier which on its face 
sets forth a well grounded factual basis for a 
belief that the identified patents are not in-
fringed. 

(D) For purposes of this subsection, a person 
who obtains a product made by a process pat-
ented in the United States in a quantity which 
is abnormally large in relation to the volume of 
business of such person or an efficient inventory 
level shall be rebuttably presumed to have ac-
tual knowledge that the product was made by 
such patented process. 

(6) A person who receives a response to a re-
quest for disclosure under this subsection shall 
pay to the person to whom the request was made 
a reasonable fee to cover actual costs incurred 
in complying with the request, which may not 
exceed the cost of a commercially available 
automated patent search of the matter involved, 
but in no case more than $500. 

(c)(1) With respect to a medical practitioner’s 
performance of a medical activity that con-
stitutes an infringement under section 271(a) or 
(b) of this title, the provisions of sections 281, 
283, 284, and 285 of this title shall not apply 
against the medical practitioner or against a re-
lated health care entity with respect to such 
medical activity. 

(2) For the purposes of this subsection: 
(A) the term ‘‘medical activity’’ means the 

performance of a medical or surgical proce-
dure on a body, but shall not include (i) the 
use of a patented machine, manufacture, or 
composition of matter in violation of such 
patent, (ii) the practice of a patented use of a 
composition of matter in violation of such 
patent, or (iii) the practice of a process in vio-
lation of a biotechnology patent. 

(B) the term ‘‘medical practitioner’’ means 
any natural person who is licensed by a State 
to provide the medical activity described in 
subsection (c)(1) or who is acting under the di-
rection of such person in the performance of 
the medical activity. 

(C) the term ‘‘related health care entity’’ 
shall mean an entity with which a medical 
practitioner has a professional affiliation 
under which the medical practitioner performs 
the medical activity, including but not limited 
to a nursing home, hospital, university, medi-
cal school, health maintenance organization, 
group medical practice, or a medical clinic. 

(D) the term ‘‘professional affiliation’’ shall 
mean staff privileges, medical staff member-
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1 So in original. Probably should be capitalized. 

ship, employment or contractual relationship, 
partnership or ownership interest, academic 
appointment, or other affiliation under which 
a medical practitioner provides the medical 
activity on behalf of, or in association with, 
the health care entity. 

(E) the term ‘‘body’’ shall mean a human 
body, organ or cadaver, or a nonhuman animal 
used in medical research or instruction di-
rectly relating to the treatment of humans. 

(F) the term ‘‘patented use of a composition 
of matter’’ does not include a claim for a 
method of performing a medical or surgical 
procedure on a body that recites the use of a 
composition of matter where the use of that 
composition of matter does not directly con-
tribute to achievement of the objective of the 
claimed method. 

(G) the term ‘‘State’’ shall mean any state 1 
or territory of the United States, the District 
of Columbia, and the Commonwealth of Puerto 
Rico. 

(3) This subsection does not apply to the ac-
tivities of any person, or employee or agent of 
such person (regardless of whether such person 
is a tax exempt organization under section 501(c) 
of the Internal Revenue Code), who is engaged in 
the commercial development, manufacture, sale, 
importation, or distribution of a machine, man-
ufacture, or composition of matter or the provi-
sion of pharmacy or clinical laboratory services 
(other than clinical laboratory services provided 
in a physician’s office), where such activities 
are: 

(A) directly related to the commercial devel-
opment, manufacture, sale, importation, or 
distribution of a machine, manufacture, or 
composition of matter or the provision of 
pharmacy or clinical laboratory services 
(other than clinical laboratory services pro-
vided in a physician’s office), and 

(B) regulated under the Federal Food, Drug, 
and Cosmetic Act, the Public Health Service 
Act, or the Clinical Laboratories Improvement 
Act. 

(4) This subsection shall not apply to any pat-
ent issued before the date of enactment of this 
subsection. 

(July 19, 1952, ch. 950, 66 Stat. 813; Pub. L. 
100–418, title IX, § 9004(a), Aug. 23, 1988, 102 Stat. 
1564; Pub. L. 103–465, title V, § 533(b)(5), Dec. 8, 
1994, 108 Stat. 4989; Pub. L. 104–208, div. A, title 
I, § 101(a) [title VI, § 616], Sept. 30, 1996, 110 Stat. 
3009, 3009–67.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 49 (R.S. 4900, 

amended Feb. 7, 1927, ch. 67, 44 Stat. 1058). 
Language is changed. The proviso in the correspond-

ing section of existing statute is omitted as being tem-

porary in character and now obsolete. 

REFERENCES IN TEXT 

Section 9006 of the Process Patent Amendments Act 

of 1988, referred to in subsec. (b)(1), is section 9006 of 

title IX of Pub. L. 100–418, which is set out as a note 

under section 271 of this title. 
The effective date of the Process Patent Amendments 

Act of 1988, referred to in subsec. (b)(4)(C), is the effec-

tive date of title IX of Pub. L. 100–418. See section 9006 

of Pub. L. 100–418, set out as a note under section 271 of 

this title. 
Section 501(c) of the Internal Revenue Code, referred 

to in subsec. (c)(3), is classified to section 501(c) of Title 

26, Internal Revenue Code. 
The Federal Food, Drug, and Cosmetic Act, referred 

to in subsec. (c)(3)(B), is act June 25, 1938, ch. 675, 52 

Stat. 1040, as amended, which is classified generally to 

chapter 9 (§ 301 et seq.) of Title 21, Food and Drugs. For 

complete classification of this Act to the Code, see sec-

tion 301 of Title 21 and Tables. 
The Public Health Service Act, referred to in subsec. 

(c)(3)(B), is act July 1, 1944, ch. 373, 58 Stat. 682, as 

amended, which is classified generally to chapter 6A 

(§ 201 et seq.) of Title 42, The Public Health and Welfare. 

For complete classification of this Act to the Code, see 

Short Title note set out under section 201 of Title 42 

and Tables. 
The Clinical Laboratories Improvement Act, referred 

to in subsec. (c)(3)(B), probably means the Clinical Lab-

oratories Improvement Act of 1967, section 5 of Pub. L. 

90–174, Dec. 5, 1967, 81 Stat. 536, which enacted section 

263a of Title 42 and enacted provisions set out as notes 

under section 263a of Title 42. For complete classifica-

tion of this Act to the Code, see Short Title note set 

out under section 263a of Title 42 and Tables. 
The date of enactment of this subsection, referred to 

in subsec. (c)(4), is the date of enactment of Pub. L. 

104–208, which enacted subsec. (c) and which was ap-

proved Sept. 30, 1996. 

AMENDMENTS 

1996—Subsec. (c). Pub. L. 104–208 added subsec. (c). 
1994—Subsec. (a). Pub. L. 103–465, § 533(b)(5)(A), sub-

stituted ‘‘making, offering for sale, or selling within 

the United States’’ for ‘‘making or selling’’ and in-

serted ‘‘or importing any patented article into the 

United States,’’ after ‘‘under them,’’. 
Subsec. (b)(1)(C). Pub. L. 103–465, § 533(b)(5)(B)(i), sub-

stituted ‘‘use, offer for sale, or sale’’ for ‘‘use, or sale’’. 
Subsec. (b)(4)(A). Pub. L. 103–465, § 533(b)(5)(B)(ii), sub-

stituted ‘‘sold, offered for sale, or’’ for ‘‘sold or’’ in in-

troductory provisions. 
Subsec. (b)(4)(A)(ii). Pub. L. 103–465, § 533(b)(5)(B)(iii), 

substituted ‘‘use, offer for sale, or sale’’ for ‘‘use, or 

sale’’. 
Subsec. (b)(4)(C). Pub. L. 103–465, § 533(b)(5)(B)(iv), (v), 

substituted ‘‘have been offered for sale or sold’’ for 

‘‘have been sold’’ and ‘‘United States, or imported by 

the person into the United States, before’’ for ‘‘United 

States before’’. 
1988—Pub. L. 100–418 inserted ‘‘and other remedies’’ in 

section catchline, designated existing provisions as 

subsec. (a), and added subsec. (b). 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

EFFECTIVE DATE OF 1988 AMENDMENT 

Amendment by Pub. L. 100–418 effective 6 months 

after Aug. 23, 1988, and, subject to enumerated excep-

tions, applicable only with respect to products made or 

imported after such effective date, see section 9006 of 

Pub. L. 100–418, set out as a note under section 271 of 

this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 157 of this title. 

§ 288. Action for infringement of a patent con-
taining an invalid claim 

Whenever, without deceptive intention, a 
claim of a patent is invalid, an action may be 
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maintained for the infringement of a claim of 
the patent which may be valid. The patentee 
shall recover no costs unless a disclaimer of the 
invalid claim has been entered at the Patent and 
Trademark Office before the commencement of 
the suit. 

(July 19, 1952, ch. 950, 66 Stat. 813; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 71 (R.S. 4922). 

The necessity for a disclaimer to recover on valid 

claims is eliminated. See section 253. 

Language is changed. 

AMENDMENTS 

1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 

see section 4 of Pub. L. 93–596, set out as a note under 

section 1111 of Title 15, Commerce and Trade. 

CROSS REFERENCES 

Right to disclaim and requisites and effect of dis-

claimer, see section 253 of this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 157 of this title. 

§ 289. Additional remedy for infringement of de-
sign patent 

Whoever during the term of a patent for a de-
sign, without license of the owner, (1) applies 
the patented design, or any colorable imitation 
thereof, to any article of manufacture for the 
purpose of sale, or (2) sells or exposes for sale 
any article of manufacture to which such design 
or colorable imitation has been applied shall be 
liable to the owner to the extent of his total 
profit, but not less than $250, recoverable in any 
United States district court having jurisdiction 
of the parties. 

Nothing in this section shall prevent, lessen, 
or impeach any other remedy which an owner of 
an infringed patent has under the provisions of 
this title, but he shall not twice recover the 
profit made from the infringement. 

(July 19, 1952, ch. 950, 66 Stat. 813.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., §§ 74, 75 (Feb. 4, 

1887, ch. 105, §§ 1, 2, 24 Stat. 387, 388). 

Language is changed. 

CROSS REFERENCES 

Damages recoverable in action for copyright infringe-

ment, see section 501 of Title 17, Copyrights. 

Patented articles marked as such and notice of in-

fringement, see section 287 of this title. 

Patents for design generally, see section 171 et seq. of 

this title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 157, 296 of this 

title. 

§ 290. Notice of patent suits 

The clerks of the courts of the United States, 
within one month after the filing of an action 
under this title shall give notice thereof in writ-

ing to the Commissioner, setting forth so far as 
known the names and addresses of the parties, 
name of the inventor, and the designating num-
ber of the patent upon which the action has been 
brought. If any other patent is subsequently in-
cluded in the action he shall give like notice 
thereof. Within one month after the decision is 
rendered or a judgment issued the clerk of the 
court shall give notice thereof to the Commis-
sioner. The Commissioner shall, on receipt of 
such notices, enter the same in the file of such 
patent. 

(July 19, 1952, ch. 950, 66 Stat. 814.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921, 

amended (1) Mar. 3, 1897, ch. 391, § 6, 29 Stat. 694, (2) Feb. 

18, 1922, ch. 58, § 8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726, 

§ 1, 60 Stat. 778). 
This is the last sentence of R.S. 4921, third paragraph, 

with minor changes in language. 

§ 291. Interfering patents 

The owner of an interfering patent may have 
relief against the owner of another by civil ac-
tion, and the court may adjudge the question of 
the validity of any of the interfering patents, in 
whole or in part. The provisions of the second 
paragraph of section 146 of this title shall apply 
to actions brought under this section. 

(July 19, 1952, ch. 950, 66 Stat. 814.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 66 (R.S. 4918, 

amended Mar. 2, 1927, ch. 273, § 12, 44 Stat. 1337). 
Language is changed. 

CROSS REFERENCES 

Appeals in interference cases, see section 141 of this 

title. 
Civil action in case of interference, see section 146 of 

this title. 
Proceedings in Patent and Trademark Office on 

interfering patents, see section 135 of this title. 

§ 292. False marking 

(a) Whoever, without the consent of the pat-
entee, marks upon, or affixes to, or uses in ad-
vertising in connection with anything made, 
used, offered for sale, or sold by such person 
within the United States, or imported by the 
person into the United States, the name or any 
imitation of the name of the patentee, the pat-
ent number, or the words ‘‘patent,’’ ‘‘patentee,’’ 
or the like, with the intent of counterfeiting or 
imitating the mark of the patentee, or of deceiv-
ing the public and inducing them to believe that 
the thing was made, offered for sale, sold, or im-
ported into the United States by or with the 
consent of the patentee; or 

Whoever marks upon, or affixes to, or uses in 
advertising in connection with any unpatented 
article, the word ‘‘patent’’ or any word or num-
ber importing that the same is patented for the 
purpose of deceiving the public; or 

Whoever marks upon, or affixes to, or uses in 
advertising in connection with any article, the 
words ‘‘patent applied for,’’ ‘‘patent pending,’’ or 
any word importing that an application for pat-
ent has been made, when no application for pat-
ent has been made, or if made, is not pending, 
for the purpose of deceiving the public— 
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1 So in original. Probably should be ‘‘of’’. 

Shall be fined not more than $500 for every 
such offense. 

(b) Any person may sue for the penalty, in 
which event one-half shall go to the person 
suing and the other to the use of the United 
States. 

(July 19, 1952, ch. 950, 66 Stat. 814; Pub. L. 
103–465, title V, § 533(b)(6), Dec. 8, 1994, 108 Stat. 
4990.) 

HISTORICAL AND REVISION NOTES 

Based on Title 35, U.S.C., 1946 ed., § 50 (R.S. 4901). 
This is a criminal provision. The first two paragraphs 

of the corresponding section of existing statute are 

consolidated, a new paragraph relating to false mark-

ing of ‘‘patent applied for’’ is added, and false advertis-

ing is included in all the offenses. The minimum fine 

which has been interpreted by the courts as a maxi-

mum, is replaced by a higher maximum. The informer 

action is included as additional to an ordinary criminal 

action. 

AMENDMENTS 

1994—Subsec. (a). Pub. L. 103–465, in first par., sub-

stituted ‘‘used, offered for sale, or sold by such person 

within the United States, or imported by the person 

into the United States’’ for ‘‘used, or sold by him’’ and 

‘‘made, offered for sale, sold, or imported into the 

United States’’ for ‘‘made or sold’’. 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

CROSS REFERENCES 

Jurisdiction of district court of the United States of 

action for fine, penalty or forfeiture, see section 1355 of 

Title 28, Judiciary and Judicial Procedure. 
Venue of action for fine, penalty or forfeiture, see 

section 1395 of Title 28. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 157 of this title. 

§ 293. Nonresident patentee; service and notice 

Every patentee not residing in the United 
States may file in the Patent and Trademark 
Office a written designation stating the name 
and address of a person residing within the 
United States on whom may be served process or 
notice of proceedings affecting the patent or 
rights thereunder. If the person designated can-
not be found at the address given in the last des-
ignation, or if no person has been designated, 
the United States District Court for the District 
of Columbia shall have jurisdiction and sum-
mons shall be served by publication or otherwise 
as the court directs. The court shall have the 
same jurisdiction to take any action respecting 
the patent or rights thereunder that it would 
have if the patentee were personally within the 
jurisdiction of the court. 

(July 19, 1952, ch. 950, 66 Stat. 814; Pub. L. 93–596, 
§ 1, Jan. 2, 1975, 88 Stat. 1949.) 

HISTORICAL AND REVISION NOTES 

This section provides for service on non-resident pat-

entees. 

AMENDMENTS 

1975—Pub. L. 93–596 substituted ‘‘Patent and Trade-

mark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1975 AMENDMENT 

Amendment by Pub. L. 93–596 effective Jan. 2, 1975, 

see section 4 of Pub. L. 93–596, set out as a note under 

section 1111 of Title 15, Commerce and Trade. 

§ 294. Voluntary arbitration 

(a) A contract involving a patent or any right 
under a patent may contain a provision requir-
ing arbitration of any dispute relating to patent 
validity or infringement arising under the con-
tract. In the absence of such a provision, the 
parties to an existing patent validity or in-
fringement dispute may agree in writing to set-
tle such dispute by arbitration. Any such provi-
sion or agreement shall be valid, irrevocable, 
and enforceable, except for any grounds that 
exist at law or in equity for revocation of a con-
tract. 

(b) Arbitration of such disputes, awards by ar-
bitrators and confirmation of awards shall be 
governed by title 9, United States Code, to the 
extent such title is not inconsistent with this 
section. In any such arbitration proceeding, the 
defenses provided for under section 282 of this 
title shall be considered by the arbitrator if 
raised by any party to the proceeding. 

(c) An award by an arbitrator shall be final 
and binding between the parties to the arbitra-
tion but shall have no force or effect on any 
other person. The parties to an arbitration may 
agree that in the event a patent which is the 
subject matter of an award is subsequently de-
termined to be invalid or unenforceable in a 
judgment rendered by a court to 1 competent ju-
risdiction from which no appeal can or has been 
taken, such award may be modified by any court 
of competent jurisdiction upon application by 
any party to the arbitration. Any such modifica-
tion shall govern the rights and obligations be-
tween such parties from the date of such modi-
fication. 

(d) When an award is made by an arbitrator, 
the patentee, his assignee or licensee shall give 
notice thereof in writing to the Commissioner. 
There shall be a separate notice prepared for 
each patent involved in such proceeding. Such 
notice shall set forth the names and addresses of 
the parties, the name of the inventor, and the 
name of the patent owner, shall designate the 
number of the patent, and shall contain a copy 
of the award. If an award is modified by a court, 
the party requesting such modification shall 
give notice of such modification to the Commis-
sioner. The Commissioner shall, upon receipt of 
either notice, enter the same in the record of 
the prosecution of such patent. If the required 
notice is not filed with the Commissioner, any 
party to the proceeding may provide such notice 
to the Commissioner. 

(e) The award shall be unenforceable until the 
notice required by subsection (d) is received by 
the Commissioner. 

(Added Pub. L. 97–247, § 17(b)(1), Aug. 27, 1982, 96 
Stat. 322.) 

EFFECTIVE DATE 

Section 17(c) of Pub. L. 97–247 provided that: ‘‘Sec-

tions 5, 6, 8 through 12, and 17(b) of this Act [enacting 
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this section and amending sections 21, 111, 116, and 256 

of this title and sections 1058, 1063, 1064, 1065, and 1066 

of Title 15, Commerce and Trade] shall take effect six 

months after enactment [Aug. 27, 1982].’’ 

§ 295. Presumption: Product made by patented 
process 

In actions alleging infringement of a process 
patent based on the importation, sale, offer for 
sale, or use of a product which is made from a 
process patented in the United States, if the 
court finds— 

(1) that a substantial likelihood exists that 
the product was made by the patented process, 
and 

(2) that the plaintiff has made a reasonable 
effort to determine the process actually used 
in the production of the product and was un-
able to so determine, 

the product shall be presumed to have been so 
made, and the burden of establishing that the 
product was not made by the process shall be on 
the party asserting that it was not so made. 

(Added Pub. L. 100–418, title IX, § 9005(a), Aug. 23, 
1988, 102 Stat. 1566; amended Pub. L. 103–465, title 
V, § 533(b)(7), Dec. 8, 1994, 108 Stat. 4990.) 

AMENDMENTS 

1994—Pub. L. 103–465 substituted ‘‘sale, offer for sale, 

or use’’ for ‘‘sale, or use’’ in introductory provisions. 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

EFFECTIVE DATE 

Section effective 6 months after Aug. 23, 1988, and, 

subject to enumerated exceptions, applicable only with 

respect to products made or imported after such effec-

tive date, see section 9006 of Pub. L. 100–418, set out as 

an Effective Date of 1988 Amendment note under sec-

tion 271 of this title. 

§ 296. Liability of States, instrumentalities of 
States, and State officials for infringement of 
patents 

(a) IN GENERAL.—Any State, any instrumen-
tality of a State, and any officer or employee of 
a State or instrumentality of a State acting in 
his official capacity, shall not be immune, under 
the eleventh amendment of the Constitution of 
the United States or under any other doctrine of 
sovereign immunity, from suit in Federal court 
by any person, including any governmental or 
nongovernmental entity, for infringement of a 
patent under section 271, or for any other viola-
tion under this title. 

(b) REMEDIES.—In a suit described in sub-
section (a) for a violation described in that sub-
section, remedies (including remedies both at 
law and in equity) are available for the violation 
to the same extent as such remedies are avail-
able for such a violation in a suit against any 
private entity. Such remedies include damages, 
interest, costs, and treble damages under sec-
tion 284, attorney fees under section 285, and the 
additional remedy for infringement of design 
patents under section 289. 

(Added Pub. L. 102–560, § 2(a)(2), Oct. 28, 1992, 106 
Stat. 4230.) 

EFFECTIVE DATE 

Section effective with respect to violations that 

occur on or after Oct. 28, 1992, see section 4 of Pub. L. 

102–560, set out as an Effective Date of 1992 Amendment 

note under section 2541 of Title 7, Agriculture. 

CHAPTER 30—PRIOR ART CITATIONS TO 
OFFICE AND REEXAMINATION OF PATENTS 

Sec. 

301. Citation of prior art. 
302. Request for reexamination. 
303. Determination of issue by Commissioner. 
304. Reexamination order by Commissioner. 
305. Conduct of reexamination proceedings. 
306. Appeal. 
307. Certificate of patentability, unpatentability, 

and claim cancellation. 

§ 301. Citation of prior art 

Any person at any time may cite to the Office 
in writing prior art consisting of patents or 
printed publications which that person believes 
to have a bearing on the patentability of any 
claim of a particular patent. If the person ex-
plains in writing the pertinency and manner of 
applying such prior art to at least one claim of 
the patent, the citation of such prior art and the 
explanation thereof will become a part of the of-
ficial file of the patent. At the written request 
of the person citing the prior art, his or her 
identity will be excluded from the patent file 
and kept confidential. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3015.) 

EFFECTIVE DATE 

Chapter effective July 1, 1981, and applicable to pat-

ents in force as of July 1, 1981, or issued thereafter, see 

section 8(b) of Pub. L. 96–517, set out as an Effective 

Date of 1980 Amendment note under section 41 of this 

title. 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 302, 303, 305 of 

this title. 

§ 302. Request for reexamination 

Any person at any time may file a request for 
reexamination by the Office of any claim of a 
patent on the basis of any prior art cited under 
the provisions of section 301 of this title. The re-
quest must be in writing and must be accom-
panied by payment of a reexamination fee estab-
lished by the Commissioner of Patents pursuant 
to the provisions of section 41 of this title. The 
request must set forth the pertinency and man-
ner of applying cited prior art to every claim for 
which reexamination is requested. Unless the re-
questing person is the owner of the patent, the 
Commissioner promptly will send a copy of the 
request to the owner of record of the patent. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3015.) 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in sections 303, 304 of this 

title. 

§ 303. Determination of issue by Commissioner 

(a) Within three months following the filing of 
a request for reexamination under the provi-
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sions of section 302 of this title, the Commis-
sioner will determine whether a substantial new 
question of patentability affecting any claim of 
the patent concerned is raised by the request, 
with or without consideration of other patents 
or printed publications. On his own initiative, 
and any time, the Commissioner may determine 
whether a substantial new question of patent-
ability is raised by patents and publications dis-
covered by him or cited under the provisions of 
section 301 of this title. 

(b) A record of the Commissioner’s determina-
tion under subsection (a) of this section will be 
placed in the official file of the patent, and a 
copy promptly will be given or mailed to the 
owner of record of the patent and to the person 
requesting reexamination, if any. 

(c) A determination by the Commissioner pur-
suant to subsection (a) of this section that no 
substantial new question of patentability has 
been raised will be final and nonappealable. 
Upon such a determination, the Commissioner 
may refund a portion of the reexamination fee 
required under section 302 of this title. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3015.) 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 304 of this title. 

§ 304. Reexamination order by Commissioner 

If, in a determination made under the provi-
sions of subsection 303(a) of this title, the Com-
missioner finds that a substantial new question 
of patentability affecting any claim of a patent 
is raised, the determination will include an 
order for reexamination of the patent for resolu-
tion of the question. The patent owner will be 
given a reasonable period, not less than two 
months from the date a copy of the determina-
tion is given or mailed to him, within which he 
may file a statement on such question, includ-
ing any amendment to his patent and new claim 
or claims he may wish to propose, for consider-
ation in the reexamination. If the patent owner 
files such a statement, he promptly will serve a 
copy of it on the person who has requested reex-
amination under the provisions of section 302 of 
this title. Within a period of two months from 
the date of service, that person may file and 
have considered in the reexamination a reply to 
any statement filed by the patent owner. That 
person promptly will serve on the patent owner 
a copy of any reply filed. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3016.) 

SECTION REFERRED TO IN OTHER SECTIONS 

This section is referred to in section 305 of this title. 

§ 305. Conduct of reexamination proceedings 

After the times for filing the statement and 
reply provided for by section 304 of this title 
have expired, reexamination will be conducted 
according to the procedures established for ini-
tial examination under the provisions of sec-
tions 132 and 133 of this title. In any reexamina-
tion proceeding under this chapter, the patent 
owner will be permitted to propose any amend-
ment to his patent and a new claim or claims 

thereto, in order to distinguish the invention as 
claimed from the prior art cited under the provi-
sions of section 301 of this title, or in response 
to a decision adverse to the patentability of a 
claim of a patent. No proposed amended or new 
claim enlarging the scope of a claim of the pat-
ent will be permitted in a reexamination pro-
ceeding under this chapter. All reexamination 
proceedings under this section, including any 
appeal to the Board of Patent Appeals and Inter-
ferences, will be conducted with special dispatch 
within the Office. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3016; amended Pub. L. 98–622, title II, § 204(c), 
Nov. 8, 1984, 98 Stat. 3388.) 

AMENDMENTS 

1984—Pub. L. 98–622, § 204(c), substituted ‘‘Patent Ap-

peals and Interferences’’ for ‘‘Appeals’’. 

EFFECTIVE DATE OF 1984 AMENDMENT 

Amendment by Pub. L. 98–622 effective three months 

after Nov. 8, 1984, see section 207 of Pub. L. 98–622, set 

out as a note under section 7 of this title. 

§ 306. Appeal 

The patent owner involved in a reexamination 
proceeding under this chapter may appeal under 
the provisions of section 134 of this title, and 
may seek court review under the provisions of 
sections 141 to 145 of this title, with respect to 
any decision adverse to the patentability of any 
original or proposed amended or new claim of 
the patent. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3016.) 

§ 307. Certificate of patentability, unpatent-
ability, and claim cancellation 

(a) In a reexamination proceeding under this 
chapter, when the time for appeal has expired or 
any appeal proceeding has terminated, the Com-
missioner will issue and publish a certificate 
canceling any claim of the patent finally deter-
mined to be unpatentable, confirming any claim 
of the patent determined to be patentable, and 
incorporating in the patent any proposed 
amended or new claim determined to be patent-
able. 

(b) Any proposed amended or new claim deter-
mined to be patentable and incorporated into a 
patent following a reexamination proceeding 
will have the same effect as that specified in 
section 252 of this title for reissued patents on 
the right of any person who made, purchased, or 
used within the United States, or imported into 
the United States, anything patented by such 
proposed amended or new claim, or who made 
substantial preparation for the same, prior to is-
suance of a certificate under the provisions of 
subsection (a) of this section. 

(Added Pub. L. 96–517, § 1, Dec. 12, 1980, 94 Stat. 
3016; amended Pub. L. 103–465, title V, § 533(b)(8), 
Dec. 8, 1994, 108 Stat. 4990.) 

AMENDMENTS 

1994—Subsec. (b). Pub. L. 103–465 substituted ‘‘used 

within the United States, or imported into the United 

States, anything’’ for ‘‘used anything’’. 



Page 76 TITLE 35—PATENTS § 351 

EFFECTIVE DATE OF 1994 AMENDMENT 

Amendment by Pub. L. 103–465 effective on date that 

is one year after date on which the WTO Agreement en-

ters into force with respect to the United States [Jan. 

1, 1995], with provisions relating to earliest filed patent 

application, see section 534(a), (b)(3) of Pub. L. 103–465, 

set out as a note under section 154 of this title. 

PART IV—PATENT COOPERATION TREATY 

Chap. Sec. 
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37. National Stage ...................................... 371 

CODIFICATION 

Analysis of chapters editorially supplied. Part IV 

added by Pub. L. 94–131 without adding analysis for 

chapters 35, 36, and 37. 
Pub. L. 96–517 purported to amend the table of chap-

ters of title 35 by adding after the item for chapter 37 

the following: ‘‘38. Patent Rights in Inventions Made 

with Federal Assistance’’. Title 35 did not contain a 

table of chapters, and section 6(b) of Pub. L. 96–517 and 

the purported amendment made by it were repealed by 

Pub. L. 97–256. See chapter 18 (§ 200 et seq.) of this title. 

CHAPTER 35—DEFINITIONS 

Sec. 

351. Definitions. 

§ 351. Definitions 

When used in this part unless the context 
otherwise indicates— 

(a) The term ‘‘treaty’’ means the Patent Co- 
operation Treaty done at Washington, on June 
19, 1970. 

(b) The term ‘‘Regulations’’, when capitalized, 
means the Regulations under the treaty, done at 
Washington on the same date as the treaty. The 
term ‘‘regulations’’, when not capitalized, 
means the regulations established by the Com-
missioner under this title. 

(c) The term ‘‘international application’’ 
means an application filed under the treaty. 

(d) The term ‘‘international application origi-
nating in the United States’’ means an inter-
national application filed in the Patent and 
Trademark Office when it is acting as a Receiv-
ing Office under the treaty, irrespective of 
whether or not the United States has been des-
ignated in that international application. 

(e) The term ‘‘international application des-
ignating the United States’’ means an inter-
national application specifying the United 
States as a country in which a patent is sought, 
regardless where such international application 
is filed. 

(f) The term ‘‘Receiving Office’’ means a na-
tional patent office or intergovernmental orga-
nization which receives and processes inter-
national applications as prescribed by the treaty 
and the Regulations. 

(g) The terms ‘‘International Searching Au-
thority’’ and ‘‘International Preliminary Exam-
ining Authority’’ mean a national patent office 
or intergovernmental organization as appointed 
under the treaty which processes international 
applications as prescribed by the treaty and the 
Regulations. 

(h) The term ‘‘International Bureau’’ means 
the international intergovernmental organiza-
tion which is recognized as the coordinating 
body under the treaty and the Regulations. 

(i) Terms and expressions not defined in this 
part are to be taken in the sense indicated by 
the treaty and the Regulations. 

(Added Pub. L. 94–131, § 1, Nov. 14, 1975, 89 Stat. 
685; amended Pub. L. 98–622, title IV, § 403(a), 
Nov. 8, 1984, 98 Stat. 3392; Pub. L. 99–616, 
§ 2(a)–(c), Nov. 6, 1986, 100 Stat. 3485.) 

AMENDMENTS 

1986—Subsec. (a). Pub. L. 99–616, § 2(a), struck out 

‘‘, excluding chapter II thereof’’ after ‘‘June 19, 1970’’. 
Subsec. (b). Pub. L. 99–616, § 2(b), struck out ‘‘exclud-

ing part C thereof’’ after ‘‘under the treaty’’. 
Subsec. (g). Pub. L. 99–616, § 2(c), substituted ‘‘The 

terms ‘International Searching Authority’ and ‘Inter-

national Preliminary Examining Authority’ mean’’ for 

‘‘The term ‘International Searching Authority’ 

means’’. 
1984—Subsec. (d). Pub. L. 98–622 substituted ‘‘Patent 

and Trademark Office’’ for ‘‘Patent Office’’. 

EFFECTIVE DATE OF 1986 AMENDMENT 

Section 9 of Pub. L. 99–616 provided that: ‘‘Sections 2 

through 8 of this Act [amending this section and sec-

tions 361, 362, 364, 368, 371, and 376 of this title] shall 

come into force on the same day as the effective date 

of entry into force of chapter II of the Patent Coopera-

tion Treaty with respect to the United States, by vir-

tue of the withdrawal of the declaration under article 

64(1)(a) of the Patent Cooperation Treaty. It shall apply 

to all international applications pending before or after 

its effective date.’’ 
[The Patent Cooperation Treaty became effective for 

the United States on Jan. 24, 1978. The United States, 

however, was one of six countries (out of the 40 coun-

tries who have ratified or acceded to the Treaty) which 

had reservations not to be bound by Chapter II. The 

document removing the reservation as to Chapter II 

was deposited with the Director General of the World 

Intellectual Property Organization on Apr. 1, 1987. Ac-

cordingly, Chapter II of the Treaty for the United 

States of America and Pub. L. 99–616 became effective 

3 months later on July 1, 1987. See 52 F.R. 20038, 20041, 

May 28, 1987.] 

EFFECTIVE DATE OF 1984 AMENDMENT 

Section 406(a) of Pub. L. 98–622 provided that: ‘‘Sec-

tion 404 of this Act [set out as a note under section 41 

of this title] and the amendments made by section 403 

of this Act [amending this section and sections 104, 361, 

362, 363, 364, 365, 367, 368, 371, 372, 373, and 376 of this 

title] shall take effect on the date of the enactment of 

this Act [Nov. 8, 1984].’’ 

EFFECTIVE DATE 

Section 11 of Pub. L. 94–131 provided that: 
‘‘(a) Section 1 of this Act [enacting this part] shall 

come into force on the same day as the entry into force 

of the Patent Cooperation Treaty with respect to the 

United States. It shall apply to international and na-

tional applications filed on and after this effective 

date, even though entitled to the benefit of an earlier 

filing date, and to patents issued on such applications. 
‘‘(b) Sections 2 to 10 of this Act [amending sections 6, 

41, 42, 102, 104, 112, 113, 120, and 282 of this title] shall 

take effect on the same day as section 1 of this Act [en-

acting this part] and shall apply to all applications for 

patent actually filed in the United States on and after 

this effective date, as well as to international applica-

tions where applicable. 
‘‘(c) Applications for patent on file in the Patent Of-

fice [now the Patent and Trademark Office] on the ef-

fective date of this Act, and patents issued on such ap-

plications, shall be governed by the provisions of title 

35, United States Code, in effect immediately prior to 

the effective date of this Act.’’ 
[The Patent Cooperation Treaty entered into force 

with respect to the United States on Jan. 24, 1978, with 

the exception of Chapter II.] 


